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Le Bitume Import Company, Inc. v. JosepH FrRANCoIs DE SpoturRNo 
Coty, Bensamin E. Levy anno Henry C. Srvart, 
as Acting Collector of the Port of New York. 


Coty, Inc., v. LeBLume, IMporr Company, Inc. 
United States Circuit Court of Appeals for the Second Circuit 
June 18, 1923 


Trape-Marks anv Trape-Names—‘L/OriIGAN” ror Perrume—VaAtLipITy OF 
REGISTRATION—Worp “OriGan” Nor, 1x Irs Orpinary MEANING, 
DESCRIPTIVE. 

Where the word “Origan”, although a plant name, was practically 
unknown as such in the United States, but to the buying public 
designated solely a blend perfume long manufactured in France and 
imported into this country by the plaintiff-respondent, the latter’s 
registration thereof made in the Patent Office after the name had come 
to acquire a secondary meaning identifying the producer, was properly 
granted. 

TrapE-Marks—InrrinGemMent—‘“‘LOriGAN” For Perrume—IMPorTATION 
or CompeTinG Articte Beartnc Name “Origan”—INJUNCTION 
APPEAL—AFFIRMAL. 

In the case at issue, where plaintiff-respondent, Coty, Inc., suc- 
ceeded to the business, good-will and trade-marks in the United States 
of the French perfumer, Coty, its right to restrain the importation by 
the defendant-appellant of a similar perfume under the name “Origan” 
was properly invoked. 

Same—Same—Same—Ricutr to Mark Dererminep By User rn Unrrep 
STATES. 

The protection of a trade-mark in the United States is not to be 
defeated by showing a prior use of a like trade-mark in France or 
some other foreign country, if the one claiming protection is able to 
show that he was first to use it in this country. 

Same—Same—Same—“Ciean Hanps”’—Derense or Fraup Nor ApMISSIBLE 
Wuere MEANntInG oF Name Is Unknown 10 Peptic. 

The principle that he who comes into equity must come with clean 
hands is indisputable, but there is no reason for invoking it to destroy 
a business which has been gradually built up in this country without 
fraud or deception. 

Where, therefore, the public was ignorant of the word “Origan” 
as designating a certain aromatic plant, but associated it exclusively 
with Coty’s perfume, there was no fraud or misrepresentation present. 


In equity. Joint appeal from a decision of the District Court 
for the Southern District of New York. Affirmed. For earlier 
cases involving the right to the same trade-mark, see 12 T. M. Rep. 


229, 279, 284, 105. 
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Davies, Auerbach & Cornell, for LeBlume Import Company, 
Inc.; Charles H. Tuttle, Murray C. Bernays, Emily C. 
Holt, all of New York City, of Counsel. 

Charles Neave, Hugo Mock, Asher Blum, all of New York 
City, for Coty, Inc., et al. 


Before RoGers, Manton and Mayer, Circuit Judges. 


These causes come here from the United States District Court 
for the Southern District of New York. 

First Suit: The plaintiff in this suit is a corporation organized 
under the laws of the State of New York, and having its principal 
place of business in the Borough of Manhattan, in the City of New 
York. It also maintains a buying office in Paris, France. It is en- 
gaged in the business of importing into the United States from 
Paris, France, toilet articles, including perfumes and cosmetics, for 
the resale thereof at wholesale. 

The defendant Coty is a citizen of the Republic of France and 
a resident of Paris. The defendant Levy is a citizen of the United 
States doing business in the Borough of Manhattan and resides in 
the Southern District of New York. He is the commercial repre- 
sentative in this country of the defendant Coty. The defendant 
Stuart is the Acting Collector of the Port of New York. 

In November, 1922, the plaintiff, it is alleged, purchased in 
Europe a quantity of perfume designated as “Origan’’ and further 
designated by the name of the manufacturer thereof, d’Heraud, for 
whom it is the exclusive agent in the United States. The plaintiff 
thereupon caused the perfumes so purchased and owned by it to 
be transported to the United States. 

Thereupon it is alleged that the defendants Coty and Levy 
caused to be filed in the office of the Collector of the Port of New 
York notice that the said defendants and their licensees are entitled 
to the sole and exclusive right to sell in the United States the per 
fume designated as “Origan” perfume, and the notice purported to 
be given under Section 27 of the Trade-Mark Laws of the United 
States, Act of February 20, 1905, as amended. It is also alleged 


that pursuant to this notice the defendant Stuart as Acting Col 
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+ 


lector of the Port has caused the said perfume to be unlawfully ex- 
cluded from entry into the United States, although plaintiff is ready 
and willing at all times to pay and has actually paid the import 
duties on the goods. It is also alleged that the trade-mark 
“L’Origan” registered by Coty does not give to Coty, his agents 


and representatives, the sole and exclusive right to import into and 


sell in the United States perfumes designated “Origan’” and does 
not prevent the importation into and sale in this country by others 
than Coty of perfumes so designated. It is also alleged that the 
plaintiff is irreparably damaged by the acts complained of, and it 
prays the court that the defendant Stuart, Acting Collector of the 
Port “be ordered or instructed or advised by a proper order or de- 
cree of this court to admit to entry to the United States and to re- 
lease and deliver to the plaintiff forthwith his lawful property, 
the said perfume, upon the payment to the Treasury Department 
of the United States the lawful custom duties on and applying to 
the same and such other dues or charges that may be lawfully 
taxable thereto; 

“That the defendants Coty and Levy, be enjoined from claim 
ing any exclusive right to the use of the word “Origan,” or the 
words “L.’Origan,” or from representing to the trade and the public 
that they or either of them or any licensee under them have the 
exclusive right thereto under the Trade-Mark Act or otherwise. 

“That preliminary and perpetual injunctions or orders of this 
court issue in accordance with the prayers hereof; and for such 
other and further relief as may be meet and conformable to equity 
and good conscience.” 

After the filing of the complaint in the first suit the plaintiff 
moved to compel the defendant, Coty, to withdraw his notice to 
the Collector of the Port of New York to withhold entry of the 
eoods bottled under the name of “Origan” and to compel the Col- 
lector to release them. The motion was denied, as was one made 
hy the defendant to dismiss the complaint. 

Second Suit: The plaintiff in this suit is a corporation or- 
ganized under the laws of the State of Delaware and is the suc- 


cessor to the entire business in the United States of Francois 
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Joseph de Spoturno Coty in perfumes, toilet preparations and cos- 
metics. The plaintiff alleges that it exclusively owns the said 
business in the United States, the good-will, and the trade-marks 
and registrations thereof in the United States Patent Office. It 
alleges that the defendant has attempted to infringe upon a regis- 
tered trade-mark owned by the plaintiff, namely the trade-mark 
“L’Origan” for perfumes as set forth in certificate of registration 
146,974 in the United States Patent Office by attempting to import 
perfumes from France into the United States designated as 
“Origan,” being bottled perfumes marked “d’Heraud Bottle,’ 
with the intent of selling them in interstate and intrastate com- 
merce throughout the United States. That the intent of defendant 


in doing this is to defraud the trade and the public into purchasing 


the goods of d’Heraud under the belief that they are purchasing 


the genuine or original “L’Origan” brand. The prayer of the bill 
is that the defendant be restrained from importing or attempting 
to import or sell or attempting to sell any perfume or toilet prepa- 
ration with the use of the trade-mark “L’Origan” or “Origan,”’ or 
any other deceptive simulation thereof and that such other and 
further relief be granted as may be deemed proper. 

The defendant filed an answer in which it denied that the 
word “L’Origan” ever has been or ever can be a trade-mark for the 
designation of perfumes or other toilet preparations, or that Coty 
was entitled to have the word registered under the Acts of Con- 
gress. It denied that either the word “Origan’” or the words 
“T’Origan” were ever registered or attempted to be registered in 
the Patent Office of the United States, and it alleged that in lieu 
thereof ‘‘a fanciful word ‘Lorigan’ printed in intermingled letters 
of a grotesque design” was registered. And the answer further 
alleged that Coty has falsely represented that he has become, by 
exclusive appropriation and by registration in the Patent Office, 
the sole owner and exclusively entitled to the use of the word 
“T’Origan” or “Origan” as a trade-mark for the designation of a 
perfume produced by him. The answer praved that the motion 


for a temporary injunction be denied, and that the bill be dismissed. 
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The court granted the motion for an injunction as asked by 
the plaintiff upon the filing of a bond in the sum of $10,000 and 
it enjoined the defendant and all under it or in privity therewith 
“until further order of this court, from making or causing to be 
made, or selling or causing to be sold or offering for sale or causing 
to be offered for sale or importing or causing to be imported, any 
perfumes, powders or other toilet preparations with the use of or 
in connection with the trade-mark ‘L’Origan’ or any deceptive sim- 
ulation thereof, including ‘Origan’ and from infringing upon the 
said trade-mark and the exclusive rights of the plaintiff thereto in 
any manner whatsoever.” 

Rocers, Circuit Judge (after stating the above facts): The 
question raised by these cases makes it necessary to determine 
whether the Coty trade-mark was capable of registration in the 
Patent Office of the United States. If it was not entitled to regis- 
tration the plaintiff in the first of these two suits was entitled to 
the relief it sought. On the other hand if the trade-mark was en- 
titled to registration the plaintiff in the second suit was entitled to 
the injunction which it obtained and error was not committed in 
either suit. 

In both suits counsel moved for temporary injunctions. In 
the first suit no answer was filed. In the second an answer was 
put in. In both suits a large number of affidavits were submitted 
to the court, and on account of the related character of the two 
actions and of the fact that the issues in each of them are substan- 
tially similar to the issues in the other, it was stipulated that the 
exhibits and affidavits in each of the cases should be considered in 
evidence and be part of the record of the other. The parties in 
both suits have been represented by able counsel who have argued 
fully the question involved. 

It appears that Francois Joseph de Spoturno Coty of France, 
on October 27, 1920, filed an application in the United States 
Patent Office to register the trade-mark “L’Origan” for certain 
toilet preparations or perfumes. That on September 27, 1921, 
registration of the trade-mark was granted to him, and certificate 


No. 146.974 was issued to him. which is still in force. And that 
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the trade-mark was thereafter duly assigned to Coty, Inc., the 
plaintiff in the second of the suits now before the court, and that 
that corporation has owned the entire right, title and interest in 
the trade-mark, the registration therefor and all the business con- 
nected therewith since January 1, 1928. 

In one of the affidavits in the record Coty is described as “one 
of the most celebrated perfumers in the world,” and it is stated 
that his “reputation is of the highest both in France and in the 
United States.” It appears that in 1909 Coty began to export to 
the United States his toilet preparations and that he then adopted 
the trade-mark “L’Origan’” to designate his perfumes and toilet 
preparations and to identify them to the trade and to the public 
as being the said Coty’s manufacture and the manufacture of no 
other person or concern. And it is claimed that since 1909 the 
trade-mark ‘“‘L’Origan” in the United States has designated the 
preparations before mentioned as being manufactured by Coty and 
by no other person. In the year 1919 the sales in the United States 
of Coty’s “L’Origan” amounted to more than $500,000. In 1920 
they exceeded $1,000,000; and in 1921 they amounted to more 
than $2,000,000; while in 1922 they had increased to over 
*3,000,000. And it is said that this trade-mark is the most valu- 
able in this particular field in the United States. 

In the bill of complaint which Coty, Inc., filed it is stated 
that the trade-mark which Coty adopted and registered is “L’Ori- 
gan.” A facsimile copy of the trade-mark does not appear in the 
record. But from the affidavit of the Collector of the Port it ap- 
pears that a facsimile copy of the trade-mark was filed with 
the said Collector in order to guard against infringement of the 
Coty trade-mark and that the name registered is “Lorigan.”” And 
the bill seeks to restrain the importation of a perfume called 
“Origan” as an infringement of the Coty trade-mark, so that 
the registered trade-mark is ‘“Lorigan,” the word actually used 
by Coty on his perfumes is “L’Origan,” and the word used on 
the perfumes alleged to infringe is “Origan.’”” The question 
propounded by counsel for the alleged infringer is whether the 


owner of the registered trade-mark in registering the fanciful word 
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‘“Lorigan” and then never using it can restrain the use of the word 
“Origan.” But the English words “Lorigan” and “Origan’” and 
the French word “L’Origan” mean the same thing. 

In his registration of his trade-mark in this country Coty has 
simply used the English rather than the French form of the word. 
Counsel for LeBlume Company say in their brief that, “to the ex- 
clusive use of that artificial word (‘Lorigan’) and design Coty is 
no doubt entitled.’”” They contend, however, that having registered 
his trade-mark as “Lorigan” he is not justified in the use of the 
word “L’Origan” on his goods, and that in any event the infringe- 
ment is not made out by the use of another word, “Origan.” We 
think that this distinction between “Lorigan” and “L’Origan”’ or 
“Origan” is too refined to be of controlling importance in the law 
of trade-marks. See Dadirrian v. Yacubian, 98 Fed. 872, 87+. 

But whether these words be regarded as one and the same or 
different, it is evident that they fall within the idem sonans rule. 
The rule is that if words or names may be sounded alike without 
doing violence to the power of letters in the various orthog 
raphy the variance is immaterial. It is not essential to the right of 
a complainant to an injunction in cases of this character that the 
word or name used be the same if it be so similar that purchasers 
would be liable to be misled. In National Biscuit Co. v. Baker, 
95 Fed. 185, Judge Lacombe held “Uneeda” a proper trade-mark 
and infringed by the use of “Iwanta.”” In Regis v. Jaynes & Co., 
185 Mass. 458, the plaintiff who used the word “Rex” as a trade 
mark was held entitled to restrain the defendant from using the 
word “Rexall” in connection with similar articles. In Steinway & 
Sons v. Henshaw, 5 R. P. C. 77, the makers of the “Steinway 
Pianos” were held entitled to restrain a competitor from using the 
name “Steinberg Pianos’ because of the general resemblance of 
the names. In Estes v. Leslie, 27 Fed. 22, the publisher of the 
“Chatterbox” was allowed to restrain the publication of “Frank 
Leslie’s Chatterbox.” In N. K. Fairbank Co. v. Luckel, King & 
Cake Soap Co., 102 Fed. 327, the Circuit Court of Appeals in the 
Ninth Circuit granted an injunction because “Gold Dust” and 


“Gold Drop” were so similar that the public was likely to be 








240 THIRTEEN TRADE-MARK REPORTER 


misled. And in Stephens vy. Peel, 16 L. T. n.s. 145, a competitor of 
“Stephens Blue Black Ink’’ put on the market “Steelpens Blue 
Black” ink and was restrained on the ground that he infringed. If 
in the cases referred to the similarity in the names warranted the 
relief granted, it cannot be doubted that such a similarity exists be- 
tween the words “Lorigan,” “L’Origan’” and “Origan” as to justifs 
an injunction restraining the use of “Origan’”’ as infringing either 
of the other two. 

We have assumed in what has been said that the words used 
are in themselves unobjectionable. Whether the words are in law 
objectionable must be considered. But before entering upon that 
inquiry we may point out that the monopoly given to a valid trade- 
mark under the laws of the United States is as complete, so far as 
it goes, as the monopoly created by a patent. This was so stated 
recently by the Supreme Court of the United States in Bourjois v. 
United States, decided on January 29, 1923 [138 T. M. Rep. 69], 
and not vet reported. As the court in that case said, a trade-mark 
“deals with a delicate matter that may be of great value but that 
easily is destroyed, and therefore should be protected with corre- 
sponding care.” In this case we are asked to protect a trade-mark 
which has been registered under the Trade-Mark Laws of the 
United States. If it be valid it evidently is a trade-mark of great 
value, and is entitled to whatever protection the courts can grant. 

We have given the questions presented the careful considera- 
tion to which they are entitled, and will proceed to state the reasons 
which have led us to the conclusion that the Coty trade-mark is 
valid and is entitled to be protected by injunction. 

We may also point out that it is a well established and funda- 
mental principle of law that no person has a right to pass off his 
goods as though they were the goods of another. This is the foun- 
dation principle upon which relief is granted in such cases. As was 
well said in Canal Company v. Clark, 13 Wall. 311, 322, “‘in all 
cases where rights to the exclusive use of a trade-mark are invaded, 
it is invariably held that the essence of the wrong consists in the 


sale of the goods of one manufacturer or vendor as those of an- 
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other.” If that is being attempted an injunction should issue, but 
otherwise not. 

The record discloses that for over 100 years a perfume called 
“Origan” has been manufactured or produced in Paris by the house 
of Renan which still exists and is engaged in carrying on the busi- 
ness. And it also appears that many perfumers in Paris are at this 
time manufacturing a perfume called “Origan,” but it is not dis- 
closed, except in the case of Renan, when they commenced the 
manufacture of ‘‘Origan,’” whether before or after Coty put his 
perfume on the market. And in France these manufacturers of 
perfume invariably put their name after the name of the perfume, 
as “Origan—LaFleur.”” But the right of Coty to protect his trade- 
mark “‘Lorigan” or his right to use “L’Origan” upon his perfumes 
is not dependent upon whether he has any exclusive right to the 
trade-mark or the trade-name in France. It cannot be denied that 
the protection of a trade-mark in the United States is not to be 
defeated by showing a prior use of a like trade-mark in France, or 
in some other foreign country. It is not essential that one who 
claims protection of his trade-mark should in all cases be able to 
show that he first used it. The prior use of a mark by another in 
some foreign country is not fatal if the one claiming protection is 
able to show that he was first to use it in this country. Gorham 
Mfg. Co. v. Weintraub, 196 Fed. 957 [2 T. M. Rep. 221]; Walter 
Baker & Co. v. Delapenha, 160 Fed. 716; Richter v. Reynolds, 
59 Fed. 577, 579; Richter v. Anchor Remedy Co., 52 Fed. 455, 458. 
It may be true that a trader can protect his trade-mark in all the 
markets in which he sells without respect to territorial limits, but 
it is not true that one who has acquired a technical trade-mark and 
used it in a limited territory thereby acquires a prior right to its 
use in an entirely different territory. Thus in Hanover Milling Co. 
v. Metcalf, 248 U. S. 408, 415 [6 T. M. Rep. 149], the Supreme 
Court said: 


“In the ordinary case of parties competing under the same mark in 
the same market, it is correct to say that prior appropriation settles the 
question. But where two parties independently are employing the same 
mark upon goods of the same class, but in separate markets wholly re- 
mote the one from the other, the question of prior appropriation is legally 
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insignificant, unless at least it appear that the second adopter has selected 
the mark with some design inimical to the interests of the first user, such 
as to take the benefit of the reputation of his 


goods, to forestall! the 
extension of his trade, or the like.” 


And this doctrine was adhered to in United Drug Co. v. Rec 
tanus Co., 248 U. S.90 [9 T. M. Rep. 1]. This is not a suit by a 
French manufacturer who claims that because of previous sales 


under his French trade-mark, which he had made in the United 


States, he had acquired rights which made it unlawful for Coty to 


register here the same trade-mark. It may be quite true that prior 
to Coty’s registration of his trade-mark in the United States there 
may have been some casual importations to a limited extent of per 
fumes from abroad, but these occasional importations were so in 
frequent and inconsequential that it cannot be said that the 
producer of the goods had obtained a market for them here which 
entitled his trade-mark to protection. A casual sale or a casual 
importation does not establish or create a market within the rul 
that a trader can protect his trade-mark or trade-name in the 
markets in which he sells and prevent another trader from adopting 
the same trade-mark or trade-name in that territory. Menendez v. 
Holt, 128 U. S. 514, 521; Richter v. Anchor Remedy Co., 52 Fed. 

156: Kohler v. Beeshore, 59 Fed. 572, 576. In Eiseman vy. 
Schiffer, 157 Fed. 473, the court sustained the validity of “radium” 
as a trade-mark for silk goods, although it appeared that the word 
first came into use in Paris in connection with peculiarly lustrous 
fabrics, and was then taken up by many persons in this country 
for use in the same connection. That circumstance, the court de- 
clared, was immaterial because the evidence showed that the party 
registering the word here was the first to use it in this country. 
And see J. & P. Baltz Brewing Co. v. Kaiserbrauerei, Beck 
& Co., 74 Fed. 22: Gorham v. Weintraub, 176 Fed. 927. And we 
have no doubt upon the evidence in this record that Coty was the 
first in the markets of the United States to use the word “L’Origan”’ 
in connection with perfumes, with the possible exception of a few 
importations which were so casual that they may be ignored. 

The Trade-Mark Act of February 20, 1905, Section 5, denies 


registration to a mark which consists merely in words or devices 
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which are descriptive of the goods with which they are used, or of 
the character or quality of such goods. It was claimed at the 
argument that Coty’s trade-mark is descriptive within the meaning 
of Section 5, and so was incapable of registration. The general 
rule is unquestionable that a word which is descriptive of the article 
upon which it is used, of its ingredients, quantities or characteris- 
tics cannot be a valid trade-mark. Standard Paint Company v. 
Trinidad Asphalt Manufacturing Company, 220 U.S. 446 [1 T. M. 
Rep. 10}. The rule, however, is not without qualification. 

The cases show, however, that the courts under certain cir 


cumstances protect the use of goods as trade-marks even though 
} 


ley suggest the ingredients, qualities or characteristics of the 
goods. The distinction is between words which are “descriptive” 
ind those which are merely “suggestive.’’ Neither is it necessary 
that words to be available as trade-marks should carry no sug- 
gestion of any meaning. The line of demarcation may not be easy 
to draw but it exists. See Nims on Unfair Competition and Trade 
Marks (2nd Ed.), Sections 200-202. 

In Keasbey v. Brooklyn Chemical Works, 142 N. Y. 467, the 
court held that “Bromo-Caffeine’” was a valid trade-mark in an 
opinion by Judge Peckham, later a justice of the Supreme Court of 
the United States. It was claimed that the name was clearly de- 
scriptive indicating the essential ingredients of the article produced 
ind therefore could not be the subject of a trade-mark. But Judge 
Peckham said that “All that anyone could do on reading these 
words would be to guess that probably the article contained some 
caffeine and some bromine free or combined with some bromide or 
else with some other organic compound which bromine will combine 
with, and as to which of these almost infinite possibilities was the 
fact, the word ‘Bromo’ would convey no information whatever.” 

In Coca-Cola Co. v. Koke Co., 25+ U. S. 143 [10 T. M. Rep. 
t11], the court had before it the validity of the trade-mark “Coca 
Cola.” The District Court had sustained the validity of the trade 
mark (235 Fed. 408) [6 T. M. Rep. 349]. But the Circuit Court of 
Appeals had reversed the judgment (255 Fed. 894). This it did be 


cause at first the compound consisted in large part of cocaine, and 

















244 THIRTEEN TRADE-MARK REPORTER 


the other main ingredient, caffeine, was derived mainly and almost 
exclusively not from cola nuts but from tea leaves, while the labels 
attached to the preparation contained pictures of cocoa leaves and 
cola nuts. Later, and at a considerable time before suit was brought, 
the cocaine was eliminated, and the caffeine of which the product 
was mainly, if not entirely composed, continued to be derived from 
other sources than the cola nut. The reversal was based upon the 
fact that this conduct was so deceptive, false, fraudulent, and uncon- 
scionable as precluded a court of equity from affording any relief. 
The Supreme Court, however, reversed the Circuit Court of Ap- 
peals, and affirmed with a modification the decree of the District 
Court. The only question in the Supreme Court was whether there 
had been such fraudulent representations to the public that the 
plaintiff had lost its right to the protection of the trade-mark. Mr. 


Justice Holmes in his opinion said: 


“Of course a man is not to be protected in the use of a device the 
very purpose and effect of which is to swindle the public. But the defects 
of a plaintiff do not offer a very broad ground for allowing another to 
swindle him. The defense relied on here should be scrutinized with a 
critical eye.” 


And it was declared: “The plaintiff's position must be judged 
by the facts as they were when the suit was begun, not by the facts 
of a different condition and an earlier time.’”” The argument as to 
fraud did not satisfy the court. “The name,” said the opinion, 
“now characterizes a beverage to be had at almost any soda foun- 
tain. It means a single thing coming from a single source, and 
well known to the community. It would hardly be too much to 
say that the drink characterizes the name as much as the name the 
drink. In other words, Coca-Cola probably means to most persons 
the plaintiff's familiar product to be had everywhere, rather than a 
compound of particular substances.” So if the word “L’Origan” 
used in the United States has come to mean a single scent coming 
from a single source and well known to the community, and the 
scent characterizes the name as much as the name the scent, it is 


entitled to protection. 
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For it is entirely clear that if a word which in its primary 
sense is descriptive has nevertheless been used so long or so exclu- 
sively in a particular market by a particular dealer that his product 
in that market and to its purchasing public has come to mean that 
the article in connection with which the word is used is the product 
of a particular producer, it acquires a secondary meaning which is 
indicative of the manufacturer and the excellence of the thing pro- 
duced and enables the manufacturer to assert an exclusive right in 
the word. Nims on Unfair Competition and Trade-Marks (2nd 
ed.), Sec. 37. So that a word although in its primary meaning de- 
scriptive and so incapable of registration may by long use in con- 
nection with the goods or business of a particular trader acquire a 
secondary meaning and come to be understood as designating the 
goods or business of the particular trader, and entitles him to pro- 
tection by injunction. Wotherspoon v. Curry, L. R. 5 H. L. 508. 
And in such cases the only material question is whether the word 
in the trade means that the goods to which the word is attached 
are the goods of a particular manufacturer, Cohen v. Nagle, 190 
Mass. 418. We think it is not too much to say upon this record, 
to which we shall later in this opinion more fully refer, that the 
word “L’Origan” in the United States means to most persons of 
the perfume buying public Coty’s particular product, and not the 
fragrance of a particular plant or flower, or the ingredients which 
are used in its manufacture and which the evidence does not 
disclose. 

The word “origan” is an English word, and one of great 
antiquity. The New Standard Dictionary defines it as “wild mar- 
joram’”’ and states that it is “rare.” And the Century Dictionary 
defines it as “A plant of the genus Origanum; majoram; wild 
majoram; also pennyroyal.” And “origanum’”’ is defined in the 
same work as “A genus of labiate plants of the tribe Satureinea 
and the subtribe Menthoideae.” It is added, “There are about 30 
species, mainly of the Mediterranean region.”” While the word 
“origan”’ has retained its currency among pharmacists and botanists 
its use for many years seems to have been almost exclusively con- 


fined to them and it has been only occasionally used in modern 
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English literature. It is in no sense a word of common speech in 
English. 

When in 1909 Coty’s perfume “L’Origan’” began to be im- 
ported from France into the United States the word “L’Origan’”’ 
signified, as the court below properly found, nothing to the public 


in this country except the article itself. There is no evidence in 





the record that before 1909 anyone here had ever used the word 
upon any toilet perfume whatever, except the statement in an 
affidavit made by d’Heraud, an interested party in this litigation, 
that “Oriza”’ a “perfumer of Paris shipped a perfume Origan to 
the United States during the year 1901." It does not appear that 
there was more than one shipment, or that the shipment contained 
more than one bottle of the perfume. The record contains one 
other affidavit as to the importations into the United States of 
“Origan” perfume. It does not, however, profess to deal with the 
situation as it existed in 1909 or prior thereto, the affiant expressly 


stating that his knowledge did not go back that far, but extended 





to 1920 when Coty applied for the registration of his trade-mark. 


His statement is as follows: “I deny of my own said personal 





knowledge that after that time (1920) the use of that designation 
for perfume was exclusive either in the United States of America 
or in France, to Coty, but state on the contrary, of my own said 
personal knowledge, that at the time and prior to that time, per- 
fumes having the origan fragrance and designated either as ‘Ori 
gan’ or ‘L.’Origan’ manufactured by persons other than Coty have 
been generally, freely and commonly sold in France and in the 
United States of America at wholesale and at retail.” This state- 
ment does not satisfy or convince us. If the statement is in ac 
cordance with the facts. the trade directories issued in 1920 and 
thereafter should afford some evidence substantiating it, but they 
do not appear to do so, as will appear more fully as we proceed. 
The record we think makes it clear that in the United States 
the name “L’Origan” designates a certain perfume manufactured 


by Coty. To some of this testimony we shall refer. A witness of 





long experience in the trade in perfumes in France and in the 


United States savs: “The only connection between ‘L’Origan’ or 
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‘Origan’ and the perfume trade is entirely fanciful and due to Coty 
who gave this name to a popular and well-known brand of perfume 
which is largely sold in the United States and who, as far as I 
know, has been the only one to sell a perfume under this name in 
the United States.” The director of certain laboratories manu- 
facturing toilet preparations in the City of New York and who had 
25 years experience in the perfume business says: 


“I know Coty as one of the well-known makers of high-class French 
perfume and have known the perfume ‘L’Origan’ which is produced by 
Coty for many years. Although I have spent twenty-five years in phar- 
maceutical and perfume and allied lines, it never occurred to me that the 
name ‘L’Origan’ was anything except the name of a particular perfume 
made by Coty, as I have never associated the word ‘Origan’ or ‘L’Origan’ 
with any particular floral odor. I have always looked upon it as an 
invented name.” 


The manager of a company exclusively engaged in importing 
French perfumes into the United States and who had been con- 
nected with it for 18 years and who was not in any way connected 
with Coty, and who said that Coty was an active competitor with 


his company, stated: 


“I have never heard of any other ‘Origan’ or ‘l/Origan’ in the United 
States except Coty’s ‘L’Origan.’ In my position I have come in contact 
with hundreds of retail stores and I have never seen in any part of the 
United States any other perfume on display bearing the name ‘L’Origan’ 
except Coty’s product. I have never seen any perfume in the United 


, 


States on display labeled simply ‘Origan’ without the ‘L’. 


The perfumery buyer of one of the largest department stores 
in Brooklyn, who has been connected with the perfumery business 


for 30 vears, says: 


“During my entire experience with this business I have never heard 
of ‘L’Origan’ or ‘Origan’ being used in any connection whatever, save to 
designate a certain brand of Coty’s perfume and this is the only meaning 
that ‘L’Origan’ or ‘Origan’ has to me and to the customers who buy per- 
fumes. * * * When customers come into our establishment and ask 
for ‘L’Origan’ perfume or ‘Origan’ I know that they expect to receive this 
brand of Coty’s perfume and nothing else and I would decline to handle 
any perfume which was marked ‘L’Origan’ unless it was the genuine Coty 
perfume.” 


The president of the company which publishes Toilet 


Requisites, a monthly periodical devoted to the perfumery and 




















248 THIRTEEN TRADE-MARK REPORTER 


toilet goods trade, and also The Register, which is intended to 
be a complete directory of the various brands of perfumes, toilet 
waters, face powders, etc., sold in the United States, submitted to 
the court a copy of the 1922-23 The Register, which is supposed 
to list all brands and trade-names of perfumes in demand among 
the buyers of toilet goods in the United States. He states that the 
data published in The Register are obtained by careful inquiry 
throughout the trade and are made as complete as possible every 
year. There is no other “L’Origan”’ listed in that directory except 
Coty’s nor does the word “Origan” as the brand, trade-name or de- 
scription of a perfume appear anywhere in the work. He states that 
the reason for this is because from the complete records of his 
company “it does not appear that at any time in the past in the 
United States any perfume has been sold with the name ‘L’Origan’ 
except Coty’s ‘L’Origan.’”” He stated, however, that in the Janu 
ary number of Toilet Requisites (1922-23, we infer) there ap 
peared an advertisement of the LeBlume Import Co., featuring the 
word “Origan,” but he added: “‘as far as I am aware, this product 
has not been on sale in the United States prior to the appearance 
of this advertisement.” 

And one who had been in the perfume business for 40 years 
and was at the time connected with a well-known house engaged 


in the business of importing perfumes states: 


“IT am acquainted with Coty’s ‘L’Origan’ perfume and I consider this 
to be a blend or bouquet perfume and as far as I know it is not based 
upon the odor of any particular flower and I believe that the only mean- 
ing that ‘L’Origan’ or ‘Origan’ has to the general public and indeed to 
the trade is merely a name which designates one of Coty’s perfumes.” 


One not a dealer but a purchaser for her own use of French 
perfumes, both in France and in this country, and not interested in 
this litigation and who did not know any of the parties, after stating 
her knowledge of French perfumes and her personal use of them, 
declares: “I know Coty’s ‘L’Origan’ as one of the most popular of 
the French perfumes and have always thought of ‘I’Origan’ as 
simply the name of a perfume of Coty’s without associating it with 


* * * 


the name of any particular flower or floral odor. I would 
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naturally feel that if any druggist offered me an ‘Origan’ perfume, 
that a product of Coty’s was intended.”’ Another individual, not a 
dealer, states: “For many years I have known of the ‘L’Origan’ 
brand of perfume, and this has never meant anything to me except 
a certain brand of the perfume of one manufacturer, namely, Coty. 
I have purchased and used this perfume and whenever I go to a 
drug store or other retail store and ask for ‘L’Origan’ perfume, | 
expect to receive Coty’s perfume and nothing else. If I would 
ever see any advertisement of ‘L’Origan’ perfume or of ‘Origan’ 
perfume, I would conclude that the advertiser was offering for sale 
Coty’s perfume and nothing else and I am certain that this would 
be the opinion of all my acquaintances who use perfumes.” An- 
other, who is not connected with the business in any way, but is a 
user of perfumes, states that the word “L’Origan” “indicates to me 
a brand of perfume produced by only one perfumer, namely, Coty. 

* * * If I saw an advertisement in which Macy’s or some 
other department store would advertise the brand ‘Origan,’ I would 
conclude that the genuine Coty perfume was being offered for sale.” 
And there are a number of other affidavits from consumers to the 
like effect. But we do not find in the record among all the affida- 
vits which the LeBlume Import Company has introduced a single 
one representing the consuming public and stating that if they 
asked for “L’Origan” they would not expect to receive Coty’s 
perfume. 

It cannot. however, be denied that in France there are a good 
many perfumers who are manufacturing a perfume _ called 
“Origan.”” One witness states that he found in Paris in a volume 
called Registration of Trade Marques, issued by the Bureau of 
Trade Marques, 17 trade-marks registered by well-known per 
fumers of Paris, in which the word “Origan” occurred. “In every 
case, however,” he says, “the word ‘Origan’ was followed by an- 
other descriptive word, whether the name of the manufacturer or 
some other word designating the person, firm or corporation man- 
ufacturing that particular origan perfume, as for example, the word 
‘Origan’ followed by the words ‘La Fleur.’ ” 
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The treasurer of the LeBlume Import Company, which is the 
plaintiff in one of the suits and the defendant in the other, now 
before the court, states: “The perfume known as ‘Origan’ is not of 
itself distinctive of any manufacturer either in France, the United 
States, or any other part of the world.” As to what means of 
knowledge he has concerning “any other part of the world” is not 
disclosed. What he says as to conditions in the United States is 
contradicted by the testimony in this record from well-informed 
sources. What he says as to conditions in France is, if true, not of 
controlling importance so far as the validity of Coty’s trade-mark 
in the United States is concerned. The testimony in the record, 
however, satisfies us that in this country the trade and the general 
public consider that “L’Origan’”’ means the perfume made by Coty. 
It signifies a single perfume, coming from a single source and well 
known to the perfume-consuming portion of the community. It is 
not necessary that “L’Origan” should be known to the whole per- 
fume-consuming public as Coty’s product in order to entitle his 
trade-mark to be protected. A great market in the United States 
has been created for that product, and to most persons in this 
country who buy perfumes “L’Origan” means Coty’s product and 
it meant that at the time of the registration of the trade-mark. 

Perfumes are divided into two classes. Those which duplicate 
or attempt to duplicate the odor of a flower, such as rose, jasmine, 
lilac, ete., and those which are distinctive and original blends in 
which there is no attempt to duplicate the odor of any flower or 


“é 


natural product. It is claimed that “L’Origan” belongs to the 


latter class of perfumes. We find in the record the affidavit of the 
head of the Parfumerie Houbigant of Paris, one of the oldest and 
best-known establishments of its kind in the world. and which has 
been in continuous existence since prior to the French Revolution. 
His affidavit states: 

“The perfume known as ‘L’Origan’ was first put upon the market in 
France by Coty and it has always been recognized in France that Coty 
was the originator of this perfume. Coty’s ‘L’Origan’ is what is known 
as a bouquet perfume, that is, it does not attempt to reproduce the odor 
of any particular flower such as lilac, rose or muguet, but it is a com- 


pound or synthetic odor new to the sense of smell and not the reprodue- 
tion of any hitherto existing odor.” 
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There is abundant testimony in the record to the effect that 
“L’Origan” is a blend or bouquet and that its odor is not that of 
any particular flower. 

The Dean of the College of Pharmacy of Columbia University, 
a former president of the American Pharmaceutical Association, at 
one time Pharmacologist in the United States Department of Agri- 
culture. the author of several text books on botany and for many 
years professor of materia medica in the Bellevue Medical College 
and in New York University, states that he has travelled over most 
of South America, the whole of the United States, and through 
Mexico and the West Indies in the study of drugs and of plant 
products. He has always paid special attention to the perfumery 
oils and the sources of perfume ingredients and has been well ac- 
quainted for many years with the perfumery industry. The fol- 


lowing is an excerpt from his affidavit: 


“For many years I have been thoroughly acquainted with the members 
of the genus Origanum. Origanum is the proper name of this group of 
plants. So far as I know the term ‘Origan’ is not known in the United 
States as the name of any of the members of this group, and I believe 
that this name has also become obsolete in Europe and has been so for 
twenty years or more. The leaf shown on the Coty box is not Origanum 
or Marjoram. 

“The genus Origanum is a large one, containing many species of 
which ahout twenty have been used from time immemorial for medicinal 
purposes. So far as I know no member of this genus has been used in 
perfume. “i 

“In other words, it is as impracticable to get a perfume from the 
members of the Origanum genus as it would be to derive one from the 
tobacco plant or from pepper or garlic. It is equally impracticable to 
get a perfume from the Marjoram plants. * * * 

“IT have smelled some of Coty’s ‘L’Origan’ perfume and it certainly 
does not remind me in any way of any of the members of the Origanum 
or Marjoram group or of any flower or plant with which I am acquainted.” 


A person of extensive experience in the business referring to 
“TOrigan” says: “I can state from my experience with this brand 
of perfume that it is a blend and could not be duplicated by using 
the original essential oil produced from any particular flower.” 

Another, engaged in the manufacture of perfumes and who 
had an experience in that busines for more than 20 years, says: 
“I state positively that this ‘L’Origan’ brand has absolutely no re- 
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semblance to the perfume or odor of any particular flower or floral 
product, but that it is an absolutely distinctive creation and blend 
which required great ability and is of high excellence.” 

Still another says: “I do not consider the name ‘Origan’ or 
‘L’Origan’ the name of any floral odor such as lily-of-the-valley, 
lilac, heliotrope or rose, but it is well known that Coty’s ‘L’Origan’ 
is a bouquet odor, that is, a mixture of a number of odoriferous 
materials and not the reproduction of any natural scent.”’ 

There are affidavits made by 25 different and disinterested 
persons who state that Coty’s “L’Origan” is a distinctive blend 
which resembles no flower or plant odor whatever. We have not 
overlooked the affidavit made by the president of a corporation 
which is engaged in importing into the United States hair goods, 
perfumes and toilet accessories, and who has been in the business 
since 1912. He sets forth, as of his own personal knowledge, that 
the users of perfumes are aware that the designation “Origan’’ is 
the designation of fragrance as standard as rose, violet or any 
other well-known fragrance. We cannot accept the statement. If 
in this country the fragrance of “L’Origan” is as well known as 
that of rose or lilac it certainly is not because the fragrance of the 
plant is here as well known as that of the rose or the lilac. Noth- 
ing could be further from the truth than that. We are satisfied 
that whatever knowledge of the fragrance the public in the United 
States possesses it has derived from the extensive use the public 
has made of Coty’s perfumes, and not from its knowledge of the 
flower which here is practically unknown to the public. A blend 
which represents no flower may in time become as distinctive and 
standard a fragrance as one which represents a flower. And a 
blend which represents the fragrance of a flower which is rarely 
seen and almost unknown and which contains no single ingredient 
of the flower itself, may in time become as standard and well 
known as any other fragrance. 

There is nothing in the record which informs us that any 
plant of the genus origanum is grown or cultivated in this country. 
We may, however, take judicial notice of the fact that in the United 


States it is not a common plant or flower, that its fragrance is not, 
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like that of the rose or the lilac, a matter of common knowledge. 
Moreover, nothing was presented to the court below to show what 
the fragrance of origan is. As the District Judge said in his 
opinion: “The LeBlume Company insists that the oils in evidence, 
which to my nose are like turpentine, do not smell like origan but 
they produce nothing on which they will stand as the true smell.” 
And we fully agree with him that “the name of a scent when de- 
scriptive means, not that the compound contains it as an ingredient. 
but that it smells like the thing. It would be, for instance, mis- 
leading to name a scent rose or lilac, because it contained an imper- 
ceptible quantity of those essences, if it did not smell like the 
Howers. It is, therefore, quite idle to show that d’Heraud puts 
some origan in his scent and that Coty does not. Neither fact has 
any bearing whatever on whether the name is true or false as de- 
scription. ““A name means what people understand it to say.”’ 

We do not at all question that words which are in general or 
common use and which are merely descriptive are publici juris and 
cannot be appropriated as a trade-mark. That is elementary law 
which no one thinks of questioning. But we think that a word 
which is not in general or common use and is unintelligible and non- 
descriptive to the general public, although it may be known to 
linguists and scientists, may properly be regarded as arbitrary and 
fanciful and capable of being used as a trade-mark or a trade 
name. And a word which has become obsolete, which is unin- 
telligible and non-descriptive to the general public, may be regarded 
as arbitrary and fanciful and entitled to be used as a trade-mark. 
We are satisfied that upon this record the word “Lorigan” was 
properly registered as a trade-mark. And the trade-mark having 
been properly registered it in our opinion protects perfumes marked 
“L’Origan de Coty’ from infringement. Perfumes marked 
“Origan—Heraud” in the markets of the United States infringe 


and their sale here constitutes unfair competition. 


In Nashville Syrup Company v. Coca-Cola Co., 215 Fed. 527 
[4 T. M. Rep. 328]. it was held that the defendant did not escape 
infringement of the plaintiff's trade-mark “Coca Cola” by marking 
its hottles “Fletcher’s Coca Cola.” and it was said that “a trade- 
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mark right which could be so avoided would be of no value.’ It 
was added that “To permit defendant to use them (the words 
‘Coca Cola’) in connection with his own name is not to avoid or 
mitigate the wrong, but is rather an aggravation * * *.” 

In Shaver v. Heller §& Merz Co., 108 Fed. 821, 833, the plain- 
tiff who manufactured washing powders called “American Bal! 
Blue” and “American Wash Blue’’ was given an injunction against 
a firm of merchants who used the same words in connection with 
their powders although they stated on the packages their own 
names as manufacturers thereof. 

In what we have said herein upon the right of Coty to register 
his trade-mark in the United States we have not been unmindful of 
the case of Dadirrian v. Yacubian, 90 Fed. 712, in which Judge 
Colt, sitting in the Circuit Court for the District of Massachusetts, 
held that the word “Matzoon,” which had been for centuries in 
Armenia the name of an article of food or diet prepared from ster- 
ilized and fermented milk, could not be appropriated as a trade- 
name by the person who first introduced the article as well as the 
name into trade in this country. The case was carried to the Cir- 
cuit Court of Appeals for the First Circuit, which affirmed it. In 
that case, however, the application for the trade-mark was filed 
on August 7, 1885. He stated in his application that he had used 
his trade-mark in his business since on or about July 17th of the 
same year. At the time the trade-mark was registered the name 
therefore could not have acquired a secondary meaning or have be- 
come so identified in the public mind with the name of the manu- 
facturer as to entitle him to appropriate it to his exclusive use. 
In that respect the case is plainly distinguishable from the instant 
ease. In the former case the manufacturer had used the word upon 
his product for about three weeks before he applied for its regis- 
tration. In the instant case Coty’s perfumes began to be sold in 
the United States under the trade-name “L’Origan” in 1909, and 
the application for its registration was not made until 1920. In the 
eleven years which elapsed between the first use of the trade-name 
in the United States and its registration, during the whole period of 
which period the word continued to be used here upon Coty’s per- 
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fumes, the word had acquired a secondary meaning which entitled 
it to registration even though it should be conceded, for the sake 
of argument, that it originally was descriptive and as such not 
entitled to exclusive appropriation. 

Before concluding this opinion we may say, lest it be thought 
we have overlooked the point, that we do not attach importance to 
the fact that it is admitted that Coty does not use in his perfumes 
the oil of origan, and that d’Heraud swears that the natural es- 
sence of his perfume “Origan” has as its principal base the natural 
essence of the origan plant. There is nothing in this record which 
shows that Coty in using the word “L’Origan” on nis perfumes has 
perpetrated a fraud upon the public or in any way misled it, or 
that his perfume differs from the scent of the origan plant or what 
that scent in fact is. If d’Heraud’s perfume has the true smell of 
“Origan” the court below thought, and we entertain the same 
opinion, that Coty’s perfume smells of it too. But it is idle to con- 
tend that the enormous business which has been built up in the 
United States for “L’Origan de Coty” has been attained by mis- 
leading the public into thinking that they are buying the fragrance 
of the flower origan. The perfume buying public in this country 
never saw the flower or smelled its fragrance. What they know 
is Coty’s perfume, and they buy it because it is exactly what it is. 
We agree with the court below that “There was no deceit in 
Coty’s use of the word, for it did not and could not deceive those 
to whom it was addressed.” The principle that he who comes into 
equity must come with clean hands is indisputable, but there is no 
reason for invoking it to destroy a business which has been gradu- 
ally built up in this country upon its own merits and without fraud 
or deception. 

There is much testimony from the experts to the effect that the 
oil of origanum is unquestionably not used as a perfume oil to give 
its distinctive odor, either in the pure condition or even as part of 
a blend, and that it certainly has never been used in the pure state 
as a perfume oil or to give its odor to a perfume blend. This testi- 
mony comes not only from the experts in the United States but 
from those in Paris. Thus, the head of Parfumerie Houbigant of 
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Paris, a competitor of Coty’s, states that “The use of oil of 
origanum so far as my experience goes, is unknown among 
perfumes.” 

The testimony is convincing that Coty’s perfume is a blend 
and does not imitate any particular flower. It is admitted that Coty 
does not use the oil of origanum in its manufacture. D’Heraud 
says that he himself uses it. He may do so. But one of the ex 
perts states positively that d’Heraud’s perfume “has no oil of 
origanum or anything like it therein to any extent which would 
make this perceptible to the sense of smell. This perfume has the 
same general odor as Coty’s ‘L’Origan’ but is cheaper and inferior. 
It does not have the odor of origanum or marjoram at all.” And 
this stands uncontradicted. 

It is said that the leaf of the flower is shown on the Coty box 
as anemblem. The Dean of the School of Pharmacy of Columbia 
University states positively: “The leaf shown on the Coty box is 
not origanum or marjoram.’ And there is nothing in the record 
which shows that he is wrong in this statement. 


The orders appealed from are affirmed. 


Manton, Circuit Judge (dissenting): The evidence here is in 
affidavit form and therefore not as satisfactory as oral testimony in 
court, such as might be had at final hearing. But the dictionary 
authorities amply support the contentions of the defendants below 
that the word “Origan’”’ means the oil of origanum and it has been 
known in the art or trade to be of “exceptional importance in the 
chemistry perfumes.”’ The plant of origanum has long been marked 
as “remarkable for the essential oil to which its fragrance is due.” 
The oil of origanum is described as yellowish or reddish yellow 
liquid and the origan plant as common marjoram. The plaintiff- 
respondent uses the word “L’Origan de Coty” in its trade. The 
trade-mark is “Origan.’”” The word which is trade-marked is not 
an arbitrary selection of a word. Indeed, the leaf of the flower or 
plant is used as an emblem. To be a word of fancy, it must obvi- 
ously be meaningless. It must be a word fanciful in its application 


to the article to which it is applied in the sense of being obviously 
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or noticeably appropriate as to be neither descriptive nor deceptive 
nor calculated to suggest description or deception. The weight of 
the evidence coming from authoritative sources, through affidavits 
produced, makes out a case of a word used which is descriptive 
and therefore cannot be the subject of a trade-mark. Indeed the 
defendant does not use its trade-mark “Origan’’ on its labels and 
bottles, but “L’Origan.”’ 

The injunction granted and this affirmance thereof, I think, is 
contrary to the authoritative decisions (see Standard Paint Co. v. 


Trinidad Asphalt Co., 220 U. S. 446; Canal Co. v. Clark, 13 Wall. 


323; Dadirrian v. Yacubian, 72 Fed. 1010; Same v. Same, 98 Fed. 
872; Thermogene Co. v. Thermozine Co., 234 Fed. 69). 


I dissent. 


R. L. Bennetr & Sons v. Farmers’ Seep & GIN Co. 
(288 Fed. Rep. 365) 


United States Circuit Court of Appeals, Fifth Circuit 
March 27, 1923 


Trane-Marks ann Trape-Names—Unrair Comrvetirion—Uset or Generic 

Name as Trape-Marx. 

A generic name, or a name descriptive of an article of trade, of 
its qualities, ingredients, or characteristics, cannot be employed as a 
trade-mark, and its exclusive use be entitled to legal protection. 

Trane-Marks anp Trape-Names—Unrair Competirion—“Bennett’s New 

Corron”—Name or Variety—Lacues—AcaQuiescence. 

Where appellants began in the year 1908 to breed and purify 
cotton seed and since 1913 advertised it as “Bennett's Cotton Seed”, 
and “Bennett’s New Cotton”, which names were later applied to this 
variety by an agricultural experiment station and became the gener- 
ally accepted name of the goods, appellants had no right several 
vears thereafter to prevent appellees from using the name “Bennett's” 
on cotton and cotton seed of such variety, particularly as they were 
aware of the latter’s use thereof and even aided in preparing their 
advertising, but took no action to restrain such use. 

Same—SamE—SAME—MISREPRESENTATION aS Bar To Retier. 

If, as they allege, appellants actually sold under the name “Ben- 
nett” cotton seed of the “Lone Star” variety, they could not restrain 
appellees from its use; if they did not, they misrepresented the fact 
and were not entitled to relief. 
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Action in equity to restrain infringement of trade-mark. De- 
cree for defendant, and plaintiffs appeal. Affirmed. 


John M. Spellman, of Dallas, Tex. (King, Mahaffey & 
Wheeler, of Texarkana, Tex., on the brief), for ap- 
pellants. 


Raymond H. Saal, of New Orleans, La., W. F. Moore, of 
Paris, Tex., and Emile Godchauz, of New Orleans, La. 
(Moore & Hardison, of Paris, Tex., and Milling, God- 
chaux, Saal & Milling, of New Orleans, La., on the 
brief), for appellee. 


Before Waker, Bryan, and Kine, Circuit Judges. 


Bryan, Circuit Judge: The appellants allege in their bill of 
complaint that they have the exclusive right to use the words “Ben- 
nett’s,”” “Bennett’s New Cotton,” and “Bennett’s Cotton Seed,” to 
designate the origin of cotton seed grown or produced by them for 
sale to the public; that the word “Bennett’s’’ was established as 
their trade-mark and thereafter registered as such under Act of 
Congress of February 20, 1905, 33 Stat. 724, as amended (Comp. 
St. §§ 9485-9516); and that the appellee is infringing such trade- 
mark and the rights of appellants under it by advertising and sell- 
ing cotton seed under the name of “the Bennett New Cotton.” The 
bill prayed for a preliminay as well as a permanent injunction. 

The appellee filed its answer, in which it admitted the use of 
the word “Bennett” in connection with the sale by it of cotton seed, 
but defended its action in so doing by averring that that word 
was indicative of a variety of cotton, and also that its use by the 
appellee had been acquiesced in by the appellants. The District 
Court, after considering affidavits, exhibits, and interrogatories, and 
hearing testimony of the parties at interest, entered an order re- 
fusing an application for preliminary injunction. From that order 
this appeal is taken, under section 129 of the Judicial Code (Comp. 
St. § 1121). 

In 1908 the appellants began to breed and purify cotton seed, 
and since 1913 or 1914 have been advertising such seed as “Ben- 
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nett’s Cotton Seed,’ and the cotton produced therefrom as ‘“‘Ben- 
nett’s New Cotton.”” In a circular distributed by them, under the 
caption “Why Called New Cotton,” it is stated: 

“‘In the first place, the cotton did not exist before I [ Bennett] started 
it, and, after the method of cotton breeding is explained: ‘This is cotton 


breeding and it has made Bennett’s New Cotton the only cotton that has 
every quality all growers and most spinners want.’ ” 


In 1918, and perhaps earlier, the appellants sent samples of 
the cotton grown by them to the Texas Agricultural Experiment 
Station, where, in 1919 and 1920, it was listed as ‘“Bennett’’ under 
the heading “Variety Name,’ along with “Lone Star’ and other 
varieties of cotton. There is sufficient evidence to warrant the con- 
clusion that “Bennett’’ became well known as a variety of cotton. 
In the early spring of 1921 the appellee made known to the ap- 
pellants that it was its purpose to engage in the cotton seed busi- 
ness, and purchased from them several thousand bushels and paid 
therefor the sum of $9,000. 

The appellants edited and suggested changes in appellee's 
literature, furnished cuts, and assisted in the preparation of its 
advertising matter, in which it was stated in conspicuous type that 
the appellee would grow and sell the “Bennett New Cotton,” and 
delivered to the appellee for its use their form of contract with 
growers of cotton, which also described the cotton and cotton seed 
in similar manner. They also made recommendations as to how 
the cotton should be ginned and machinery therefor arranged, so as 
to protect the cotton seed and maintain its purity, which at much 
expense were adopted in part by the appellee. At a later period in 
1921 the appellants notified the appellee that they objected to the 
use of their name in connection with cotton or cotton seed produced 
or sold by it. Thereafter, in September, 1921, the appellants regis- 
tered their trade-mark. 

We are of the opinion that the District Judge correctly re 
fused the preliminary injunction. In the leading case upon this 
subject of Canal Co. v. Clark, 18 Wall. 311, 20 L.. Ed. 581, it is 
said: 
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“The office of a trade-mark is to point out distinctively the origin, or 
ownership of the article to which it is affixed; or, in other words, to give 
notice who was the producer. * * * No one can claim protection for 
the exclusive use of a trade-mark or trade-name which would practically 
give him a monopoly in the sale of any goods other than those produced 
or made by himself. If he could, the public would be injured rather than 
protected, for competition would be destroyed. Nor can a generic name, 
or a name descriptive of an article of trade, of its qualities, ingredients, 
or characteristics, be employed as a trade-mark and the exclusive use of it 
be entitled to legal protection.” 

See also Lawrence Mfg. Co. v. Tenn. Mfg. Co., 188 U. S. 537, 
11 Sup. Ct. 396, 34 L. Ed. 997. 

It is now contended that there is no such variety of cotton as 
‘“Bennett’s;” that appellants really propagate and sell cotton seed 
of the “Lone Star” variety, and that therefore the case does not 
fall within the rule, announced in Canal Co. v. Clark, supra, that a 
generic name cannot be employed as a trade-mark. The contention 
cannot meet with much favor in a court of equity. There was evi- 
dence sufficient to justify the court below in reaching the conclusion 
that the appellants represented to the public that they had propa- 
gated a new variety of cotton. If they have done that, they are not 
entitled to restrain the appellee from selling cotton seed of that 
variety. On the other hand, if they have not, they have misrepre- 
sented the fact, and the court was justified in denying them relief 
for that reason. 

We are of the opinion, also, that the appellants are estopped 
to deny to the appellee the right to sell cotton seed upon the repre- 
sentation that it was grown from the “Bennett New Cotton.” 
Trade-mark rights may be lost by acquiescence. Hanover Milling 
Co. v. Metcalf, 240 U. S. 408, 419, 36 Sup. Ct. 357, 60 L. Ed. 713 
[6 T. M. Rep. 149]. It is undisputed that the appellants sold 
and accepted payment for seed of considerable value with full 
knowledge and acquiescence that they would and should be used 
exactly as they have been, and assisted in the advertising matter 
of which they now complain. Of course, no additional rights to 
the trade-mark were acquired by registration under the act of Con- 


gress. It would require more than the showing made upon the 
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application for preliminary injunction to entitle the appellants to 
the relief sought by them. 
The decree of the District Court is affirmed. 


WaLtpen-Worcester, Inc. v. AMERICAN GRINDER Mre. Co. anp 


C. N. & F. W. Jonas 


District Court of the United States, Eastern District of Wisconsin 


i ce RN 


May 9, 1923 


Unram Competirion—Usrt or Siminar Urtmrrartian’ Features’ IN 

Wrencues—Lack or Evipence or “Patmine Orr.” 

Where, before plaintiff began to manufacture wrenches for autos, 
the particular type of wrench put out by it had become old and com- 
mon to the trade, plaintiff could not enjoin defendants’ manufacture 
and sale of a similar type on the ground of unfair competition, par- 
ticularly when no evidence of “palming off” by the latter was pre- 
sented. 

Same—SamMe—Use or Stock NumBers—Lack or Evipence or Deception. 

In the case at issue where no evidence of a purpose to mislead 
the public resulted from the use by both parties of a three or four- 
numbered system as stock or trade numbers, the judgment was in 
favor of the defendants. 

TrapE-Marxs—“Brack Hawk” anno “ToMaAHAWK” FoR WrENCHES— 

Prion Use or “Hawk” as Component oF Trape-Mark—Lacues. 

Where, in the case at issue, the use of such names as “Hawkeye” 
and “Mohawk” as trade-marks for wrenches was known to, and ac- 
quiesced in, by the plaintiff some time prior to the use by defendants 
of the word “Blackhawk” on wrenches, plaintiff, owner of the word 
“Tomahawk” as applied to similar goods, cannot enjoin defendants 
from using “Blackhawk” on their product. 


M. Caswell Heine, of Newark, N. J.. and Moses, Hammond, 
Morse & Nolte, of New York City, for the plaintiffs. 
} N. S. Robinson, and Lines, Spooner & Quarles, all of Mil 
waukee, Wis., for the defendants. 





By tHe Court: I have this case in mind, so I do not think I 
will subserve any purpose if I delay giving in an informal way just 
what I think of it. Ordinarily counsel do not realize what a bur- 
den it is upon a judge to have a case of this kind and subject it to 


the delay of briefs, where, after all. sooner or later it comes to 
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refreshing the recollection as to facts from an enormous record. I 
will give my views now. The equity rules relate to trials in open 
court, and relate, perhaps erroneously, to the testimony, that coun- 
sel will have it in mind, all with the idea of promoting expedition. 
There are interesting questions here that, if time afforded, it would 
be rather delightful to follow up some lines of discussion found in 
the cases; but I have some views on this case which have been de- 
veloped during this argument that I feel I might just as well try 
and form in some sort of desultory way now, and which may serve 
in the matter of expedition. 

I do not believe that there is any doubt whatever that these 
two parties have gotten into a somewhat acrimonious conflict. But 
taking up the unfair competition phase of the case first, I just feel 
that the fundamental weakness of the plaintiff’s case rests right 
here: in the failure of the proof to establish that the plaintiff's line 
of wrenches, as they have been referred to repeatedly, had in 1918 
developed to such a point that secondarily, because of the type of 
wrench, the public ascribed them to the plaintiff’s manufacture. 
Now. by way of a preliminary observation, we are dealing here 
with a situation that in many respects is novel, as are many other 
situations growing out of the automobile industry. Things have 
moved very fast. An appliance, an accessory is gotten out, and, in 
an incredibly short period of time if it is not patented it becomes 
just a stock article, perfectly staple, in the automobile industry. 
We have the situation where at the time of trial here both of these 
parties have developed a singularly large so-called “‘line.”” I asked 
during the course of the argument how many different articles there 
were that the defendants or the plaintiff each produced, and one 
of the counsel answered that he believed the stock numbers ran up 
to something like 150 to 200; and that is true. Now it is equally 
true that with the exception of certain of the articles made by both 
the plaintiff and defendants, which are similar in appearance, there 
is no possibility of drawing a distinction between the articles made 
by both the plaintiff and the defendants and those now made by 
quite a number of others, both at the present time and anterior 


to the time when this controversy arose. For example, I think 
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it would be just idle in this case to claim that the plaintiff could 
ascribe to those any novelty, any peculiarity of style or workman- 
ship, of the so-called speeder wrenches. They are just exactly 
like the articles in not only old hardware catalogues, but are recog- 
nized by laymen, courts and lawyers when they come into court. 
as types that are age old; and they have become common because 
of the tremendous growth of the automobile industry. 

Now coming directly to the matter of these so-called wire-handle 
wrenches. It is striking to my mind in this case that, notwithstand- 
ing the plaintiff's assertions in this case, notwithstanding the proofs 
that it has adduced through witnesses who say that they heard of 
that particular type of wrench for the first time when Walden- 
Worcester, Inc., put them out, or that those were the first they 
saw—granting all that, there is nothing whatever in the case to 
show that that type of wrench, because of some peculiarity dealing 
with its mere configuration, dissociated from utilitarian considera 
tions, was ascribed to the plaintiff. 

That brings us to the principle of law that is applicable here. 
If it could be said that the plaintiff itself had produced nothing 
more than to put out a type which appealed to the eye, that there 
were no considerations of utility of manufacture and expediency 
and necessity which dictated that form, if we had that sort of an 
article before us, why I can see that the general law relating to 
unfair competition, or principles that have been alluded to here and 
agreed upon, might be far more readily applicable. But the fact is 
upon the proofs here that this so-called wire-handle wrench, with 
all the proof that the plaintiff has introduced, there is nothing to 
show that the public had ascribed to the plaintiff originality in 
manufacturing what is here called a wire-handled wrench; and 
getting away from the particular types that are similar, but taking 
the line as a whole, I do not see how anyone can take that line 
of either the plaintiff's or the defendants’, and when you compare it 
with the multitudinous tools, wrenches, and other accessories found. 
for example. in the early Ford catalogue, how you can say that the 
development as early as 1911 or 1912 on behalf of Ford was not 


tending right toward where both the plaintiff and the defendants 
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have gotten to this day. Now we may have some difference of 
opinion as to whether those disclosures in the 1911 and 1912 Ford 
catalogues were technically wire-handles. My judgment upon 
hearing the evidence was that they were and are. But it is a fact 
here that the wrenches, taking particularly the T-wrenches, are 
asserted by the plaintiff to have peculiar utilitarian advantages; 
and I believe upon the testimony here that, as I stated at one time 
informally in discussion. with counsel, wrenches, so far as_ this 
utilitarian aspect is concerned, its manufacturing, economic 
advantages are concerned, have reached pretty nearly the ex- 
tremity of the utilitarian. Now it is suggested, and it was here a 
short time ago in informal discussion by counsel, that it could not 
be said that the making of this loop was wholly utilitarian or had 
advantages dominatingly utilitarian. I suggested at that time that 
of course if once we start with the proposition that there is beauty 
in curved lines, why it might be conceded that it is more beautiful 
than a straight hexagonal or a square handle, or an ordinary round- 
handled T-handle, such as is found upon the fourth board over 
there. Now a consideration bearing upon that is this: it rises out 
of the character of the tool itself. The tool is used by persons and 
under circumstances that just forbid the introduction of consider- 
ations in its manufacture. Tools that are handled roughly in a 
shop or in a garage, or by the proprietor of a car, with no particu- 
lar care—-none is needful, and if needful is rarely accorded them 

it would be rather odd to say that there should be an ascription of 
esthetic considerations in its manufacture. That is true of every 
one of these tools, and the tendency, I haven’t any doubt, on the 
part of all manufacturers is to approach as nearly as possible the 
limit of the strictly useful and economic features of these tools. 
That being true upon the evidence, as I believe, the defendants 
had a right to make a copy, and that is what they have done. There 
is no doubt about it as to some of these. So far as this peculiar 
T-handle is concerned, if the shape of the handle is such, as because 
of its tremendous advance in the utilitarian aspect, I should think 
that the patentee, in the patent that has been called to our atten- 


tien. would have claimed it at that time; but is was not claimed, 
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the principal claim being in a minor feature of the wrench, and so 
far as the other was concerned, the advantages which he ascribed 
to it were expressly dedicated by him to the use of the public. That 
being true, what is there here that shows that these defendants 
have done things which must be held to have been calculated to 
have the effect of, or, in any event, necessarily lead to a palming 
off of the defendants’ goods as and for the plaintiff's? It may be 
true that the mere configuration of the tools suggests some of these 
things, but unless and until we can first find that the publie had 
already ascribed that tool to the plaintiff, the defendant is entirely 
within its right of manufacturing it and putting it out, so long as 
he does not in putting it out seek to mislead. Therefore, coming to 
the matter of the display boards, they are distinctive. The plaintiff 
itself had by a long course in its own conduct sought to impress 
upon the public its methods and its means of marketing these 
articles. The display board and its advertising matter disclosed 
for a good number of years the peculiar symbol, symbolic arrange- 
ments of the words “Walden Worcester Wrenches.” They are put 
upon a panel upon these boards. The defendant has a board which, 
if it is to have a display board at all, is in point of size very apt to 
correspond to the size of the plaintiff's. It is true, for example, of 
these other boards that have been here introduced. It is true that 
the Mossberg board is far more distinctive. But the use of display 
boards certainly was not a matter within the proprietary rights of 
the plaintiff; and when you come to using display boards, you come 
to criticize the use of a display board by a rival because of sus 
ceptibility or possibility of interchanging the tools from one to 
the other, why, of course that complaint can be raised against any 
sort of a display board. Now I am entirely satisfied that the court 
should not find upon the evidence here that the mere matter of ar- 
rangement of the tools, howsoever suggestive it may be of being 
copied, should be the foundation for a decree of unfair competition 
in this case. There is evidence here tending to show that in some 
instances there has been an intermingling, a changing of tools from 
one board to another, not only of the parties here but of other 


parties. But really when we consider the testimony here relating 











266 THIRTEEN TRADE-MARK REPORTER 


to the magnitude of the business of both the plaintiff and of the 
defendant, and of these others, I think there is a singular absence 
of any showing of palming off; and with wrenches certain of whose 
sales approach a million, it would seem that if the competitive situ- 
ation between these parties was fraught with the danger that the 
plaintiff asserts, of the palming off by the defendant or its privi- 
ties, of the defendants’ for the plaintiff's, that some proof would b 
forthcoming of far greater persuasiveness than any that has here 
been introduced, showing an actual palming off. It would be one 
of the first things that would happen, and in view of the large 
number who are in the business, you would think that the proofs 
would be available. 

With respect to the use of the comparative list of stock num 
bers, there again, while the proofs necessarily could not go into 
that, I doubt their competency. Still they may have been com- 
petent. It is a matter of common knowledge that manufacturers 
and dealers in various lines of trade and commerce adopt what are 
known as stock or trade numbers. They adopt them for a variety 
of reasons, principally their own convenience. It is also true that 
if there is a simulation of those by one, as in the plow case, in con 
nection with other trade symbols, why of course it is persuasive 
evidence of a purpose to palm off or to enable someone else to 
palm off. But as the proofs here show, whatever criticism may be 
leveled against the identity or approximate identity of some of the 
earlier numbers, both of these parties have adopted apparently a 
system which includes the use of digits in part of a three or four 
numbered system, for the purpose of indicating sizes. But there 
is an absence of proof here to show that that is within the compre- 
hension of the buying public. That is a convenience that is re- 
sorted to by the manufacturer, or the wholesaler, for the purpose 
of establishing and maintaining orderly business relations between 
himself and his immediate customers, and that has not upon the 
proofs here been resorted to in any instance for the purpose of 
misleading a purchaser who knew the number of the one, into be- 
lieving that he was in fact getting the tool to which that number 


has been appropriated by that one. I am content to find the issues 
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upon this phase of the case in favor of the defendant, without any 
further discussion of the details. 

Coming now to the trade-mark feature of the case, I think the 
two questions are: First, the validity of the trade-mark ‘“Toma- 
hawk,” as against the contention that it is a descriptive name, and 
secondly, its validity in view of the use of the names “Hawkeye” 
and “Mohawk” No one can escape a fairly easy conclusion that 
the reason for adopting the name “Tomahawk” originally arose 
out of the fact that the wrench to which it has always been applied 
by the plaintiff looks like a tomahawk or hatchet. It was a natural 
thing to do; and in that sense it is descriptive. Now if the name 
‘“Tomahawk”’ is not descriptive, and is to be applied to a large va- 
riety of articles, the circumstance that the plaintiff has not applied 
it becomes immaterial, because the plaintiff having applied it to some 
extent claims that it can exclude everybody else from the use of 
that name, or a name that is similar to it. Now we could indulge in 
endless discussion as to the bases upon which people might or might 
not see a similarity in the names “Tomahawk,” “Mohawk,” and 
“Hawkeye.” We had some of the discussion here during the argu- 
ment, and I do not believe that there could be unanimity upon it 
except in a conjectural way. Obviously, the first thing that attracts 
the attention is the presence in all of them of the syllable “hawk.” 
Now when we consider this case in the light of the history which 
the plaintiff has given to this trade-name “Tomahawk,” I do not 
care what some adjudicated cases might disclose to be the academ- 
ies of the situation, it does seem like an injustice that the plaintiff 
should be permitted to make the use of that name which it is here 
attempting to make. If the name had been consistently applied 
and the proofs here showed that the plaintiff had segregated the 
so-called “Tomahawk” wrench from its other line of wrenches in its 
active putting out of that wrench right down to the present time, I 
should say there might be good grounds for saying to the defend 
ant, “You must be careful not to give a similar name to a similar 
wrench.” But the wrench to which the plaintiff applied that was 
manufactured long before the advent of its controversy with the 
defendants. The plaintiff has never sought to enforce those rights, 
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in respect to that wrench which it now asserts against the de 
fendants, against others who were making that identical wrench, 
though perhaps not using that name. But the significant part of the 
testimony to me is that the plaintiff's whole history in the last six or 
seven years—I mean its publicity history—discloses a getting away 
from any trade-name or trade-symbol other than that which it is 
today using. It is rather significant that with the publicity that 
it has given to its line of wrenches, to its various tools under the 
peculiar symbolic arrangement of its names first upon a panel or 
in some other sort of a device, it has, as it seemed to me, industri- 
ously sought to get away from the imposition of any other trade- 
mark or trade-name upon its tools generally, or upon any particular 
tool. In any event I should say that, except for the other questions 
in the case, the plaintiff could not insist upon the exclusion of the 
defendants from the use of the name “Blackhawk” applicable to 
the entire line of wrenches just as much of an entirety of applica- 
tion as is the plaintiff's application of the name ‘“Walden-Worces 
ter Wrenches” to its entire line. Upon the evidence here we find 
that here are two names, “Hawkeye” and “Mohawk.” Undoubtedly 
both of them apply either to wrenches or to lines within the class 
of those to which the name “Mohawk”’ is in whole or in part ap- 
plicable. I cannot see how, if the plaintiff seeks to enjoin the de- 
fendants from the use of “Blackhawk” as applicable to a wrench 
or wrenches, the plaintiff can reconcile that with the proofs here 
showing the use of the name “Hawkeye.” It may be true that the 
name “Hawkeye” was applied specifically to an alligator wrench, 
perhaps not nearly as popular now as are all of these other devices 
which all of these parties, the plaintiff and defendant, Mossberg 
and Ashland and Brownbilt people, are manufacturing. I haven't 
any doubt that it has been largely superseded as a practical tool; 
but the fact remains that so far as the automotive accessory indus 
try was concerned, the tool industry, why, that wrench had a 
specific position in the catalogues gotten out by concerns who were 
interested in manufacturing these tools. There is not the slightest 
doubt about it upon the evidence respecting catalogues here. One 


of the plaintiff's own witnesses says that he prepared a catalogue 
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displaying these various devices wherein that particular wrench 


was given the position. Now on the other angle of it, here is the 


name ‘Mohawk,’ applicable not only to wrenches, but to rather 


a large line of hardware specialties. The proof here shows that 
it was certainly used up in 1912. The proof may be open to debate 


as to what has become of it since then. The witness who is best 
qualified to speak says that since that time it has been used not by 
stenciling it upon the particular tool, but it has been used in the 


manner in which a trade-mark or trade-name may be used, namely, 


upon containers or cartons. Now in the light of both those I can- 


not avoid the conclusion that so far as “Tomahawk” is concerned, 
why it cannot result in an exclusive appropriation of that name to 
the exclusion of the defendant here in the use of the name “Black- 
hawk.”’ 

There is this further consideration: No matter what imputa- 
tions are sought to be urged against the defendants here, the de- 
fendants have been as open, so it seems to me, in their manufacture. 
in their putting out of their articles under their own names, as be- 
tween themselves and the individual dealers and jobbers, as have 
the plaintiffs in their relations with their jobbers. The Jonases here 
and the Grinder Company surely are not shown to have been guilty 
of any clandestine practices; of any express misrepresentations that 
they were Walden. The magnitude of the industry alone testifies 


to that. So upon that phase of the case the decree will go for the 
defendants. 


Exception by plaintiff. 


Cuar_tes Broapway Rouvuss, Inc. v. WincHEeEstTER CoMPANY 


United States District Court, District of Connecticut 
June 13, 1923 


Trape-MarKks—GpoGRAPHICAL AND Famiry NAME 
Dry-Goops—ComMon-Law Trape-Mark. 


No valid trade-name can be acquired through the use of a mere 
name, unless the extensive and intensive use 


“WINCHESTER” FOR 


thereof results in the 
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development of what is called a “secondary meaning”; and where 
plaintiff's predecessor in business adopted and began to use the name 
“Winchester” as a trade-mark for men’s furnishings in 1900 and later 
extended such use to numerous other goods, held that such secondary 
meaning resulted and that plaintiff thereby acquired a common-law 
trade-mark for dry goods. 

Same—SamMe—SamMe—Vativiry or REGISTRATION. 

Where plaintiff's registered mark, consisting of the words, “The 
Winchester,” was displayed in a particular type of lettering, with 
the word “The” enclosed within the left-hand curve of the letter “W,” 
it was held to be written in a particular and distinctive manner and 
the registration thereof to be effective. 

Same—Same—Same—Ricut or Inpivipvat or Corporation to Use Own 

NAME. 

One may use one’s own name in one’s own business, even though 
that name happens to be the trade-mark of another, provided that in 
using it such procedure is adopted as would cause the public to dis- 
criminate between the products of the two manufacturers. 

Same—Same—Same—Tirte To Marx Nor Conveyep Wirnovut Goop-Wr.. 

Where the Winchester Repeating Arms Co., affiliated with de- 
fendant company, had a right to the name “Winchester” as a trade- 
mark antedating that of plaintiff, but never dealt in the same goods 
as the latter, it did not acquire any trade-mark therein, nor, in the 
absence of any assignment to the defendant, did the latter secure any 
title to the name “Winchester” as a trade-mark, since, at the time of 
its incorporation, plaintiff had already acquired a common-law trade- 
mark in such name. 





In equity. Action for trade-mark infringement and for unfair 
competition. Injunction granted. 


Munn, Anderson & Munn and T. Hart Anderson, all of New 
York City, for plaintiff. 

Bristol & Rockwell and Henry E. Rockwell, all of New 
Haven, Conn., for defendant. 


Tuomas, D. J.: In its bill of complaint plaintiff alleges that 
it is a corporation organized under the laws of the State of New 
York and engaged in interstate commerce; that it is the owner of a 
trade-mark consisting of the words “The Winchester,” which is 
registered in the U. S. Patent Office; that it is engaged in the 
wholesale dry-goods business and has been so engaged since its in- 
corporation prior to 1918. It is also alleged that the plaintiff's 
predecessor in business, Peter W. Rouss, was engaged in the same 
line of business since 1900, and that said Rouss, on March first. 
1900. adopted and began to use the trade-mark “Winchester” in 


connection with the sale of men’s furnishings, and more particu- 
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larly shirts. Since that time the business has expanded so as to 
include numerous other articles to which the trade-name “Win- 
chester” has been attached. In 1918 Rouss duly transferred to 
the plaintiff his business together with the good-will and trade- 
marks thereto attached. The bill then charges both an infringe- 
ment of the trade-mark rights of the plaintiff and unfair competi- 
tion through the use by the defendant of the word “Winchester” in 
connection with the sale of merchandise similar to that sold by the 
plaintiff and in the localities in which the plaintiff is doing business. 

The answer contests the validity of the registration of the 
plaintiff's trade-mark and affirmatively asserts a right to the use 
of the word “Winchester” in connection with the sale of the mer 
chandise specified. 

I conclude that the evidence establishes the following material 
facts: The plaintiff is extensively engaged in the sale, both whole 
sale and retail, of various articles of merchandise which come under 
the general classification “dry-goods.”’ It is the successor of Peter 
Rouss, better known in the trade as Charles Broadway Rouss, who 
was in the same general line of business in 1900 and prior to that 
time. Some time prior to 1900 Rouss did adopt and apply the 
trade-name “Winchester” to articles of merchandise such as shirts. 
hats, garters, small wear, sheetings. piece goods, and underwear. 
The business has been extensive, and is extensive, and its operation 
extends over a very large part of the United States. It has sold a 
number of articles under the trade-mark or trade-name “Win- 
chester,” e. g., shirts since 1901; men’s underwear for several years; 
flannel shirts four years, pajamas ten years, neckties twenty years, 
jumpers and overalls twenty-five vears, sheetings twenty-five vears, 
garters ten years, ribbons twenty vears, and men’s made-to-order 
clothing for several years. I also find that during the period of 
approximately twenty-five years the sale of shirts by the plaintiff 
under the trade-mark “Winchester” has amounted to about five 
million dollars and that the plaintiff today has about 23,000 cus- 
tomers who are retail storekeepers and to whom merchandise is sold 
bearing the trade-mark ‘“‘Winchester.”’ 


I also find that the Henry Repeating Arms Co. was organized 
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by an act of the Legislature of the State of Connecticut in 1865, and 
that the purposes of its organization were to manufacture every 
variety of firearms and other implements of war. I also find that 
the defendant, the Winchester Company, was incorporated under 
the corporation statutes of the State of Connecticut, and that by 
its certificate of incorporation its purposes were to manufacture, 
buy, sell, ete., rifles, guns, cannon and other firearms, etc., ammuni- 
tion, etc. Several other purposes are stated, none of which is ger- 
mane to any issue in this case, except the one under which it was 
empowered “‘to hold, own, use, mortgage, sell, convey or otherwise 
dispose of real and personal property of every class and description 
in any of the States, districts, colonies, dependencies, and posses 
sions of the United States.” 

I also find that the Henry Repeating Arms Company changed 
its name to The Winchester Repeating Arms Company at a time 
prior to the time when the plaintiff's predecessor adopted his trade- 
mark, and that The Winchester Repeating Arms Company used the 
word “Winchester” as a trade-mark upon the goods manufactured 
and sold by it, and such goods consisted solely of arms and ammu- 
nition, articles used in connection with arms and ammunition and 
kindred articles. 

The evidence as to the connection between The Winchester 
Company and the Winchester Repeating Arms Company is to the 
effect that the officers of the two corporations are largely the same, 
and that the defendant was organized in 1919 and “took over the 
control” of The Winchester Repeating Arms Co., and that the two 
companies are closely affiliated, and that their policies are de- 
veloped in common. With these somewhat indefinite conclusions, 
there is no testimony as to the specific transfer of any property 
interests from The Winchester Repeating Arms Co. to the de- 
fendant, but later our attention will be directed to this aspect of 
the case. 

It seems to be fairly well conceded by the defendant that in 
the literal and non-technical sense a trade-mark was adopted and 
used by the plaintiff, and that, had the plaintiff, instead of using 


the word “Winchester.” used some other word, especially of some 
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arbitrary creation, that then the evidence would warrant the con- 
clusion that, wholly irrespective of the registration, the plaintiff 
would have acquired a common-law trade-mark. The extent of the 
plaintiff's business, the duration of the same, the intensive use of 
the word “Winchester” in connection with the sale of its merchan- 
dise, all point in the direction of the acquisition by the plaintiff of 
a common-law trade-mark in this word, and had this word been 
some other word and not a word which was part of the defendant's 
name, or the name of some other corporation or individual, the de 
fendant would not have contested the validity of the plaintiff's 
claim. 

The defendant's position, however, is that as to the registra 
tion, the plaintiff never did have the right to secure registration, 
and that therefore its registration was ineffective. Second, that 
the defendant is using its own name only upon the articles of mer- 
chandise sold by it. Third, that as the associate and affiliate of 
The Winchester Repeating Arms Co. it has the same right to use 
the word “Winchester” as The Winchester Repeating Arms Co. has, 
and that the latter Company has the right to use the word “Win 
chester” not only upon arms and ammunition and kindred articles, 
but upon articles in connection with any other business upon which 
it desires to embark. 

It becomes necessary, therefore, in the first instance to ex 
amine the question as to whether or not the plaintiff did acquire a 
common-law trade-mark in the word “Winchester.” and the related 
question as to whether or not it did succeed in effectively register 
ing the mark in the Patent Office. It is contended that the word 
“Winchester” is a family name, and it is also conceded that the 
word is the name of a town in West Virginia. The word itself sug 
wests its name connotation, and I think it may be fairly well assumed 
that whether the word is the name of a place or a person, that it 
is a name. 

Starting, then, from this premise, we are confronted with the 
proposition that no valid trade-name can be acquired through the 
use of a name unless the extensive and intensive use of that name 


results in the development of what has heen called the “secondary 
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meaning.” The law on this subject has been aptly stated in 
Merriam Co. v. Saalfield, 198 Fed. 369 [2 T. M. Rep. 143.] On 
page 373, Judge Denison, writing for the Circuit Court of Appeals 
for the Sixth Circuit, said: 


“Primarily, it would seem that one might appropriate to himself for 
his goods any word or phrase that he chose; but this is not so, because the 
broader public right prevails, and anyone may not appropriate for his own 
exclusive use a word which already belongs to the public and so may be 
used by any one of the public. Hence comes the rule, first formulated 
in trade-mark cases, that there can be no exclusive appropriation of geo- 
graphical words or words of quality. This is because such words are, or 
may be, aptly descriptive, and one may properly use for his own conduct 
any descriptive words, because such words are of public or common right. 
It soon developed that this latter rule, literally applied in all cases, would 
encourage commercial fraud, and that such universal application could not 
be tolerated by courts of equity; hence came the ‘secondary meaning’ 
theory. There is nothing abstruse or complicated about this theory, how- 
ever difficult its application may sometimes be. It contemplates that a 
word or phrase originally, and in that sense primarily, incapable of ex 
clusive appropriation with reference to an article on the market, because 
geographically or otherwise descriptive, might nevertheless have been used 
so long and so exclusively by one producer with reference to his article 
that, in that trade and to that branch of the purchasing public, the word 
or phrase had come to mean that the article was his product; in other 
words, had come to be, to them, his trade-mark. So it was said that the 
work had come to have a secondary meaning, although this phrase, ‘second- 
ary meaning, seems not happily chosen, because, in the limited field, this 
new meaning is primary rather than secondary—that is to say, it is, in 
that field, the natural meaning.” 


The evidence in this case does disclose the development of 
this “secondary” significance, and I have, therefore, no hesitation 
in reaching the conclusion that Charles Broadway Rouss did ac- 
quire a common-law trade-mark upon dry-goods, and that that 
trade-mark was “The Winchester,” and that the plaintiff, by assign- 
ment to it from Charles Broadway Rouss, is now the owner of that 
trade-mark. 


A more difficult question arises with relation to the validity of 


the registration of this trade-mark on February 8. 1921. Registra- 
tion is a purely statutory procedure, neither validating nor inval- 
idating any common-law rights which one may have in a trade- 
mark. The possession of a common-law trade-mark does not, of 


necessity, involve the right to effect registration under Congres- 
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sional act nor does the act of registration demonstrate the exclu- 
sive possession of a trade-mark or a right thereto. Under sub 
division B of Section 5 of the Act of 1905, which subdivision is still 
in foree, it is provided that 

“No mark which consists merely in the name of an_ individual, firm 


or corporation, or association, not written, printed, impressed, or woven 
in some particular or distinctive manner or in association with the portrait 


of the individual” 
shall be registered. It is doubtful whether this exception is intended 
to be literally enforced. It is possible that a name might be se- 
lected for registration which was an arbitrary invention of the 
manufacturer, but which, nevertheless, might happen to constitute 
the name or part of the name of some corporation in some distant 
State, of which fact, however, the manufacturer might have neither 
notice nor even suspicion. However, we are not confronted with 
a situation of that kind in the instant case. I think it may be fairly 
well held, as a matter of law, that the word “Winchester” is in com 
mon parlance to be regarded as a name. 

This brings us then to a consideration as to whether the regis 
tration of this name was effected under the conditions provided for 
in the Act. Is this name printed “in some particular or distinctive 


manner’? The name as it appears on the label is as follows: 





Plauintet ts Trade Mark 


WINCHESTER 


efendants Tirade Mark 
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Now is there no definition of what constitutes a ‘particular 
manner” or a “distinctive manner’? I am, however, inclined to 
hold that where a name invariably appears printed in a specific 
manner with a particular type or flourish, it is, for the purposes of 
the statute, a “particular” or “distinctive” manner. It will be noted 
in the instant case that the word “The” is in Roman print and con- 
tained within the loop of the “W” commencing the word ‘Win- 
chester,” while the word “Winchester” is in script. This specific 
manner of writing out the words “The Winchester,’ uniformly ad 
hered to, I regard as a “particular” manner and I therefore con- 
clude that the registration of this trade-mark was effective. 

It becomes obvious, then, that as against any persons or cor- 
porations whose names are not Winchester, and who have not used 
the word “Winchester” in the exploitation of their products, the 
plaintiff has not only a common-law trade-mark, but an effective 
national registration thereof. This registration is, of course, con- 
fined only to shirts, so that with reference to all other articles in 
volved in this case, the status of the plaintiff is that of the owner 
of a common-law trade-mark. 

It is, however, the contention of the defendant that it has a 
lawful right to exploit its own products under its own name, and 
that its affiliation with The Winchester Repeating Arms Co. gives 
it an additional right to the use of the name “Winchester,” which 
right antedates that of the plaintiff. 

There is no evidence before me which indicates that The Win 
chester Repeating Arms Co. ever did deal in the articles set forth 
in the complaint. On the contrary, the evidence is that this old 
corporation has confined itself to the manufacture of arms and 
ammunition, and that it is still functioning. An examination of the 
Act under which it was created discloses that the purposes of its 
incorporation were confined to the manufacture of arms and ammu- 
nition, and subsequently that these purposes were later extended 
to take in operations such as mining. At no time was or is The 
Winchester Repeating Arms Co. empowered, under its charter, 
to traffic in any of the commodities detailed in the bill of com- 


plaint. It never did acquire any trade-mark. either common-law 
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or otherwise, with reference to such articles as shirts, and in view 
of the limitations contained in its charter it could not lawfully have 
acquired such a trade-mark in such trade. 

Nor is there any evidence before me that the defendant ac- 
quired any trade-marks, good-will, or trade-names from The Win- 
chester Repeating Arms Co. There is no evidence of, or even any 
allegation of any assignment or transfer of such trade-marks or 
trade-names to the new corporation, and it is an elementary propo- 
sition that even if there had been any attempted assignment of 
trade-marks or trade-names, that such assignment would have been 
ineffective unless it was accompanied by the transfer of the busi- 
ness and good-will thereof. It follows, therefore, that whatever 
rights the defendant has, are such as it would have had, wholly ir- 
respective of the prior existence of The Winchester Repeating Arms 
Co. It acquired nothing from the latter company—not even its 
name—and any corporation desirous of entering into the dry-goods 
field could have incorporated under the name “Winchester” with a 
right equal to that of the defendant; and the fact that the officers 
of the two companies are almost identical, or that the policies of 
the two companies are developed in common has no bearing on any 
issue in this case. 

The situation then is, that at the time when the plaintiff had 
acquired a common-law trade-mark in the use of the word “Win- 
chester” as applied to various articles of dry-goods, the defendant 
was incorporated under the name “The Winchester Company.” In 
the specific enumeration of its powers, it nowhere appears that the 
purposes of the corporation were to traffic in dry-goods. On the 
contrary, the general impression is gained that these powers are 
practically identical with those of The Winchester Repeating Arms 
Co. However, we may assume that under the omnibus clause here- 
inbefore quoted, that it is not acting ultra vires when it is dealing 
in dry-goods. 

I find that the defendant’s business involves the sale of nu- 
merous articles similar in kind to those of the plaintiff, and that the 
business of the defendant is conducted within the same territory 

as that of the plaintiff. It is claimed by the defendant that its 
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merchandise is distinctly superior to that sold by the plaintiff, but, 
assuming this to be true, without so deciding, I cannot find any- 
thing in this which would serve to negative the contention that the 
two parties operate their business within the same field. Such op- 
erations within the same field naturally result in competition be- 
tween the two, and such competition in the very nature of the case 
must of necessity involve confusion of identity. Nor can I find 
anything in the peculiar form of “‘staggered’’ lettering adopted 
by the defendant which would serve adequately to discriminate 
between the products of the two parties. 

There is no evidence of any fraudulent intent by the defendant 
in the use of the word “Winchester” upon the articles complained 
of in the bill. There is, however, a concession that the defendant 
was notified of the claim of exclusive right by the plaintiff prior 
to the commencement of the suit and the repudiation of that claim 
by the defendant. Under these circumstances, the question as to 
intent in the adoption and continued use of the word “Winchester” 
by the defendant upon the articles complained of can only have 
relevancy upon the related question of damages, for in my view the 
use of the word “Winchester” by the defendant within the field of 
business activities of the plaintiff constitutes unfair competition 
in addition to constituting an infringement as to shirts, of the plain 
tiff’s rights as secured under its registration. 

Nor can I find that the ordinary rule with reference to the 
use of one’s name in one’s own business has application in the case 
at bar. That rule is to the effect that one may use one’s own name 
in one’s own business, even though that name happens to be the 
trade-mark or trade-name of another, provided that in the use of 
one’s own name such procedure is adopted as would cause the public 
to discriminate between the products of the two manufacturers. | 
consider that that rule would be applicable to the case of a per 
son whose name was actually “Winchester” or to the case of a cor 
poration which, having acquired a trade-name of its own with refer- 
ence to certain articles, thereafter enlarged the field of its activities 
to inelude articles similar to those dealt in by the plaintiff. In 


other words. had The Winchester Repeating Arms Co. been em 
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powered by its charter to deal in shirts, shoes, underwear, ete., and 
had it begun to deal in such articles at a time after the plaintiff had 
acquired his common-law trade-mark, then the only question before 
the court would be to limit the use of the name “Winchester” by 
the old corporation in such a way as to apprise the public of the 
fact that the articles sold by the old corporation did not originate 
from the same source as those sold by the plaintiff. 

In this case, however, we have a new corporation the name of 
which is selected by its organizers, and which, immediately upon its 
organization, proceeds to invade the field of the plaintiff and to 
apply to its products a trade-mark similar to that of the plaintiff. 
[ hold that where a corporation is thus initiated the ordinary 
rule of the use of one’s own name has no application, and that 
under such circumstances the deliberate choice of such name for 
such a corporation constitutes an essential element of the act of 
unfair competition, and therefore is just as much the subject of 
restraint when used in connection with the sale of competing mer 
chandise as is the use of the label itself. 

I therefore conclude that the plaintiff is entitled to an injune 
tion restraining the defendant from the use of the word “Win 
chester” as a mark upon shirts, underwear, piece goods, pajamas, 
hats, neckties, shoes, jumpers, and men’s made-to-order clothing, 
and to an accounting of profits and damages. 

Let an interlocutory decree be submitted in accordance with this 
opinion providing for the issuance of such an injunction and for 
the appointment of a special master to determine the amount of 
profits and damages, if the plaintiff desires such accounting. 


Ordered accordingly. 
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SamMvueL Lipson AND MiLtTon ApELSON, as CopARTNERS Vv. ALBERT 
L.. FergensauM, Henry Ersenstapt ann Irvinc CantTor, 


as CopaRTNERS 


New York Supreme Court, Appellate Division, First Department 
June 2, 1923 


Trape-Marks AND Trapr-Names—Uwnram Competirion—“Pecey Paice” 


ror Dresses—“Peccy” as Fearvre or Corporate Name or Com- 

PETITOR—INJUNCTION, 

Where, after plaintiffs had adopted and used for more than five 
years the name “Peggy Paige,” as a trade-mark for dresses, and built 
up a valuable business thereunder, defendants started a rival business 
one block distant from plaintiffs, under the name of Peggy Dress 
Company, their conduct makes out a prima facie case for the granting 
of a motion for temporary injunction, restraining defendants from 


the further use of the word “Peggy.” 
In equity. Appeal from an order of the Supreme Court, New 


York County, denying plaintiffs’ motion for a temporary injunction. 
Reversed. 


Harold R. Medina of counsel (I. Gainsburg and Joseph P. Segal 
with him on the brief; 7. Gainsburg, attorney), all of New 
York City, for appellants. 

Samuel R. Golding of counsel (Leonard A. Snitkin with him 
on the brief; Snitkin & Goodman, attorneys), all of New 
York City, for respondents. 


Before Joun Proctor Criarke, P. J.; Victor J. DowLine, 
EpGar S. K. Merrevy, Eowarp R. Fincn, Joun V. McAvoy, J. J. 


Fincu, J.: This is an appeal from an order denying a motion 
made by the plaintiffs for a temporary injunction restraining the 
defendants from using the word “Peggy” as a part of their firm 
name in the business of manufacturing and selling ladies’ dresses. 
The facts, in so far as necessary to indicate the grounds of this 
decision, briefly are as follows: 


The plaintiffs, between five and six years ago, commenced to 


use the name “Paige” in connection with the dresses they manu- 
factured and sold, and by the use of a staff of skillful designers 
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combined with extensive advertising, succeeded in building up a 
favorable reputation and apparently developed an enormous busi- 
ness, not only in this country but in many foreign countries In 
March, 1921, the words “Peggy Paige” were registered by the 
plaintiffs in the United States Patent Office for use as a trade- 
mark. In August, 1922, the defendants commenced business under 
the firm name of Peggy Dress Company, and took a place of busi- 
ness one block distant from the office of the plaintiffs On August 
10, 1922, the defendants gave out the first public notice of the for- 
mation of the defendants’ firm, and within six days thereafter the 
attorney for the plaintiffs sent a formal notice to the defendants 
demanding that they discontinue the use of the name “Peggy” and 
‘alling attention to the violation of the plaintiffs’ rights. 

The defendants allege as the sole reason for the use of the 
name that it is short and that it would be unwieldy for them to use 
their joint names as a business firm. The defendants also allege 
that they have a personal following, and hence do not compete with 
the plaintiffs. No satisfactory reason thus appears for the use 
of this particular word among an almost unlimited choice. The se- 
lection of this word, coupled with the taking of the headquarters in 
such close proximity to that of the plaintiffs’ when both are en- 
gaged in the same class of business, makes out a prima facie case 
requiring the granting of the motion. (Lucille Ltd. v. Schrier, 191 
App. Div. 167 [10 T. M. Rep. 274]; Pansy Waist Company v. 
Pansy Dress Company, 203 App. Div. 585 [18 T. M. Rep. 54].) 

The defendants urge that the plaintiffs have no standing in a 
court of equity for the reason that they have been doing business 
under the name of “Peggy Paige’ in violation of Section 440 of 
the Penal Law. It is not sufficiently established by this record that 
in addition to the use of such name as a trade-mark the plaintiffs 
ilso have been doing business under this name. 

It follows that the order appealed from should be reversed. 
with $10 costs and disbursements, and the motion granted with 
#10 costs. 


All concur. 
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YELLow Cas Corporation or Rocuester, N. Y. v. Morris Kor 
PECK AND OTHERS 
(N. Y. Law Rep. 1168—499) 
New York Supreme Court, Monroe Special Term 
April, 1923 


Unxrair Competrrrion—Imrrarion Coror anp Design or Prarnvire’s Taxi 

CABS—INJUNCTION. 

Where, after the plaintiff corporation by the use of a character- 
tistic color scheme and dress for its taxicabs had built up a successful 
business and popularized the name “Yellow Cabs,” the use by de- 
fendant of that or any color scheme and dress approximating it which 
would be calculated to mislead the public and divert trade from plain- 
tiff will be restrained by an injunction pendente lite, 


In equity. Motion for temporary injunction granted. 
juicy i t : 


Sutherland & Dwyer, of Rochester, N. Y., for plaintiff. 

John J. McInerney, of Rochester, N. Y., for defendants Kor- 
peck and others. 

Harlan W. Rippey, of Rochester, N. Y., for defendants Keete 
and others. 

John F. Kinney, of Rochester, N. Y., for defendant Reigle. 


James 8S. Bryan, of Rochester, N. Y., for defendant Alexander. 


Ropenseck, J.: All of the defendants’ yellow cabs appeared 
upon the streets of the city after plaintiff popularized the use of 
that style of cab. The defendants’ cabs complained of are all sub- 
stantially of the same color scheme and dress as the plaintiff's 
vellow cabs. Cabs painted yellow or striped yellow or otherwise 
having vellow in their makeup may have appeared on the streets of 
the city many years ago but none of them had the distinctive color 
scheme and dress of plaintiff's cabs. The complaint in this action 
is not that yellow is used by the defendants on their cabs but that 
it is used in such a combination with black as to constitute an imi- 
tation and simulation of plaintiff's cabs after plaintiff had estab- 
lished a trade and good-will based upon its distinctive color scheme 
and dress which is entitled to protection. 


The color scheme and dress of the defendants’ yellow cabs is 


designed and calculated to deceive the public. If the methods prac 
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ticed by the defendants could be legally justified the city could be 
overrun with similar yellow taxis under separate individual man- 
igement and there would be no sufficient protection against incom- 
petence, excessive rates, financial irresponsibility and possible will- 
ful misconduct. The result of a multitude of similarly colored cars 
under separate individual management is particularly hazardous 
in the case of women and children and unprotected patrons. If a 
prospective patron desires to employ one of plaintiff’s yellow cabs 
because of the financial responsibility of the company for accidents, 
assurance against overcharges, competency of the driver, or for 
any other reason, he is entitled to protection against being misled 
into taking a yellow cab masquerading as one of plaintiff's cabs. 
In addition to the public risks, defendants’ practices infringe upon 
the legal rights of the plaintiff which has with large outlays and 
business acumen built up a profitable patronage and good-will 
with the confidence of the public of which the defendants seek to 
take an unfair and unlawful advantage by adopting names such 
as “Yellow” similar to the name of plaintiff's cabs and a color 
scheme and dress which is not distinguishable from plaintiff's 
by ordinary observation. 

The Checker Cab Brokerage Company as a corporation has no 
right to use any name but its own (11 Reports Atty.-Gen. [1912] 
Vol. IT, p. 109), and any use of the name “Yellow Taxicab Com- 
pany” or the yellow color scheme was abandoned before the plain 
tiff came into the field. Prevost, who filed “Yellow Taxicab Co.”’ 
aS an assumed name in 1916, has filed eleven assumed names since 
then, including “Black & White Taxi Co..” all of which he would 
have a monopoly of if defendants’ contention in this case is sound. 
[f the use of suitable names could be cornered in this way, so could 
color schemes and dress by the use of a car or two for a day or two. 
The use of the name “Yellow Taxicab Co.” and any use of ears 
with a body and cowl of a lemon yellow or other color scheme 
and dress approximating that of plaintiff's was abandoned by the 
idoption of other names and other color schemes. It is too late 
to urge a desultory and temporary use in 1916 or 1917 of vellow 


in the color of cabs such as the facts in this case show. after the 
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plaintiff in 1921 began the expenditure of its money and _ built 
up a successful business with a distinctive trade-marked color 
scheme and dress for its cabs which the defendants obviously 
seek to prey upon and take advantage of by subterfuge and decep- 
tion. Symonds v. Greene, 28 Fed. Rep. 884. The fact that some 
of the defendants chose a name and all of them a style of painting 
similar to plaintiff's cabs from the long list of names and the nu 
merous styles available and after plaintiff had popularized the 
color scheme and dress of its cabs, is its own commentary. If the 
defense of prior use is available to the defendants it is also a 
weapon of attack to restrain the operation of plaintiff's cabs. The 
legal rights and greater equities are on the side of the plaintiff. 

This ruling does not create a monopoly in plaintiff. The field 
for honest competition in taxi service is open to the defendants. 
Let them adopt and use an available assumed name that does not 
interfere with plaintiff's rights and a color scheme and dress for 
their cars which does not give them the appearance of imitating, 
simulating and impersonating plaintiff's cabs and they will be pro 
tected in any rights thus lawfully acquired as the plaintiff is now 
protected. 

The views herein expressed will protect the public, preserve 
the right of the plaintiff and prepare the way for a consistent, 
systematic and orderly policy in the use of the streets of the city 
by taxicabs and is abundantly supported by decisions where similar 
questions have been raised. White Studio v. Dreyfoos, 221 N. Y. 
16 [7 T. M. Rep. 458]; Ball v. Broadway Bazaar, 194 id. 429, 
1385; New York Cab Co. v. Mooney, 15 Abb. N. C. 152 (1884); 
Black & White Town Taxis, Inc. v. Minezlez, 186 App. Div. 950; 
Black & White Town Tavis, Inc. v. Aronson, 184 id. 894; Tari & 
Yellow Taxi Operating Co. v. Martin, 91 N. J. Eq. 233 [10 T. M. 
Rep. 231]. The case of American Yellow Taxi Operators, Inc. v 
Diamond, 202 App. Div. 490 [12 T. M. Rep. 446], is readily dis- 
tinguishable from the case at bar. 

The injunction. effective ten days after service of an order in 


accordance herewith. covers the cabs of each defendant described 


in the complaints and the use of the color scheme and dress on 
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plaintiff's cabs and any color scheme and dress approximating it 
which would be calculated to mislead the public, and the use of the 
name ‘‘Yellow Cab Corporation,” “Yellow Cab Company,” “Yellow 


Taxicab Company,” and any other similar name not authorized 


by law. 


Ordered accordingly. 


WALLINGFORD, ET AL. V. INTERNATIONAL Mee. Co., ET AL. 
(1388 N. E. Rep. 832) 


Supreme Judicial Court of Massachusetts 
April 12, 1923 


‘Trape-Marks anp Trape-Names—Uwnram Competirion 
Forps” ano “Pracro Winp Break For Forps” 
ING SIMILARITY—APPEAL—AFFIRMAL. 
Where, after plaintiffs had adopted the name “Air Breaks for 
Fords” as a trade-mark for mats used on automobile floors, defend- 
ants began to manufacture and sell a mat for similar use under the 
trade-mark “Practo Wind Break for Fords,’ but with said mark 
shown in larger letters than on plaintiffs’ mats, which differed from 
those of defendant in every essential particular, and where there was 
no actual deception to the public and no customers were misled, there 
was no unfair competition and the judgment appealed from is 


affirmed. 


“Air BreEAK FOR 
Lack or Conrvus- 


In equity. Action for unfair competition. From a final decree, 


dismissing the bill of complaint, plaintiffs appeal. Affirmed. 


The object of the suit was to restrain defendants from selling 
mats for automobiles bearing the words “Wind Break” or “Wind 
Break for Fords,” or other words which. in connection with words 
and figures similar to those customarily used by plaintiffs, were 
calculated or likely to confuse or deceive the public. The court 
found that plaintiffs’ mat differed from defendants’ in every essen- 
tial particular, that the dissimilarity between the mats and the con- 
tainers in which they were sold was so marked that no reasonably 
careful buyer could be deceived. that plaintiffs’ customers were not 
deceived, that the name adopted by the defendants’ was not likely 


to mislead or confuse dealers with whom both parties exclusively 
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dealt, and that there was no evidence that they were in fact misled 


or confused. 


S. Sigilman, of Boston, Mass., for appellants. 
S. B. Stein, of Boston, Mass., for appellees. 


Carrot, J.: Since 1916 the plaintiffs have manufactured and 
sold, throughout the United States, to dealers in automobile sup 
plies, flexible mats adapted for use on the floor of Ford automobiles. 
The mats are provided with openings, for the controlling levers of 
the automobile, with conical extensions or sleeves around them se- 
cured by metal fasteners; the mat is made of rubberized cloth. The 
plaintiffs adopted the name “Air Break,” and on January 8, 1916, 
filed this trade-mark under R. L. c. 72, § 7 (G. L. c. 110, § 8), and 
since then have used this trade-mark in the manufacture and sale 
of their mats. The mats were offered for sale in boxes “12 inches 
by 6 inches by 1% inches in depth,” on which were printed or 
pasted the words “Air Break for Fords,’ and a label containing 
the words “Air Break for Fords’ was attached to each mat. The 
plaintiffs also advertised the mats by display cards, indicating the 
floor of a Ford car, showing the mat and its connections with the 
levers. 

In October, 1921, the defendants began to manufacture and 
sell to dealers in automobile supplies mats called “The Practo Wind 
Break for Fords.” It was not disputed that mats designed for 
Ford cars to prevent air coming through the openings in the floor 
are manufactured and sold by many makers and dealers. The de- 
fendants’ mat was made of leatherette cloth; its sleeve was tubular 
in form, and held in place by rubber bands. This mat was offered 
for sale in a large flat envelope, 11 inches long, 74% inches wide, 
and the words “The Practo Wind Break for Fords” appeared in 
large type at the top of the envelope; below these words appeared 
a picture of a Ford car, with the word “Ford” on it. When the 
defendants saw the picture shown by the plaintiffs, they at once 
changed their picture to avoid similarity. 


The plaintiffs seek to restrain the defendants from selling 


their mats for use on Ford automobiles in packages upon which the 
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words “Wind Break’’ or ‘““Wind Break for Fords” appear. In the 
superior court the judge found that the plaintiffs’ mat was lighter 
in color than the defendants’; that its fasteners were of metal and 
those of the defendants were of rubber; that it differed from the 
defendants’ in every essential particular; that the plaintiffs’ mat 
was packed and offered for sale in a box, and the defendants’ was 
packed and sold in an envelope; that the plaintiffs’ box was dis- 
tinctly marked “Air Break for Fords,” and the defendants’ pack- 
age was plainly marked “The Practo Wind Break for Fords,” the 
letters on the latter being much larger than those on the plaintiffs’ 
box; that the dissimilarity between the plaintiffs’ and the defend- 
ants’ mat, and the box and envelope in which each was sold. was 
so marked that no reasonably careful buyer could be deceived. It 


was further found that customers of the plaintiffs were not de- 


ceived into buying the defendants’ mat supposing it was the plain 
tiffs’, that the name adopted by the defendants was not likely to 
mislead “the dealers with whom both parties exclusively deal.” and 


that they were not in fact misled or confused. It appeared that the 
plaintiffs disclaimed the exclusive right to manufacture mats de- 
signed to prevent air from coming through the floor of an auto- 
mobile. No objection was made to the shape of the defendants’ 
mat and no question of fraud was involved. A decree was entered 
dismissing the bill, and the plaintiffs appealed. 

An examination of the record discloses no reason for disturb- 
ing the findings of the trial judge. Gale Lumber Co. v. Bush, 227 
Mass. 208, 206, 116 N. E. 480; Hub Dress Mfg. Co. v. Rottenberg, 
237 Mass. 281, 129 N. E. 442 [11 T. M. Rep. 100]. He has found 
that the name adopted by the defendants is not likely to mislead or 
confuse the plaintiffs’ customers, and that there was no evidence to 
show that they were misled or confused by the use of the name 
“The Practo Wind Break for Fords,” and that they were not de- 
ceived into buying the defendants’ mat instead of the plaintiffs’; 
that the words “The Practo Wind Break for Fords’ on the defend- 
ants’ envelope were printed in much larger letters than the words 
“Air Break for Fords” on the plaintiffs’ box, and that the defend- 


ants’ mat was so packed and stamped that no reasonably careful 
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buyer could be deceived; that there was no fraudulent intent to de- 
ceive, and no liability to deception arising from the similarity be- 
tween the name used by the plaintiffs and that adopted by the de- 
fendants; and that customers were not misled. These findings of 
the judge are supported by the evidence, and on them the plaintiff 
is not entitled to the injunction prayed for. Hub Dress Manuf. 
Co. v. Rottenberg, supra; Libby, McNeill & Libby v. Libby, 241 
Mass., 289, 1385 N. E. 120 [12 T. M. Rep. 205]. As was said in 
Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 
at page 140, 25 Sup. Ct. 609, at page 614 (49 L. Ed. 972): 






“A court of equity will not interfere when ordinary attention by the 
purchaser of the article would enable him at once to discriminate the one 
from the other. * * * Even in the case of a valid trade-mark, the 
similarity of brands must be such as to mislead the ordinary observer.” 
International Trust Co. v. International Loan & Trust Co., 153 Mass. 271, 
277, 26, N. E. 698, 10 L. R. A. 758; Briggs v. National Wafer Co., 215 
Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 926. 

















There was no actual deception of the public to the plaintiffs’ 
harm and such deception was not probable. There was no unfair 
trade competition by the defendants or interference with the plain- 
tiffs’ rights. 

Lawrence Mfg. Co. v. Lowell Hosiery Mills, 129 Mass. 325, 
37 Am. Rep. 362; Viano v. Baccigalupo, 183 Mass. 160, 67 N. E. 
641, and Regis v. Jaynes & Co., 185 Mass. 458, 70 N. E. 480, relied 


on by the plaintiffs, are not in conflict with what is here decided. 


Decree dismissing the bill affirmed with costs. 


